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UNITED STATES CIRCUIT COURT OF APPEALS 
Wor Bros. & Co. v. HAMILTON-BROWN SHOE Co. 


(206 Fed. Rep., O11.) 
Eighth Circuit, May 20, 1913. 


UNFAIR COMPETITION—ACCOUNTING—QUESTIONS CONCLUDED. 
Upon an accounting for profits in a suit for unfair competition, 

directed by a decree of the court awarding an injunction, the finding 

of the court that unfair competition was proven is binding upon the 

parties and can be reopened, if at all, only upon convincing evidence 

that the original finding was wrong. 

UNFAIR COMPETITION—ACCOUNTING—MEASURE OF RECOVERY. 

In cases of trade-mark infringement, the infringer must account 
for all profits derived from the use of the infringing mark. In cases 
of unfair competition, the same measure of relief may, under proper 
conditions, be awarded 
UNFAIR COMPETITION—MARKING OF CONTAINERS. 

Where the marking upon shoes is such as to constitute unfair 
competition, it is no defence, in a proceeding for an accounting that 
te boxes containing the shoes are so marked as to indicate that the 
shoes are made by the defendant. 

Unrair CoMPETITION—DECEPTION—ULTIMATE PURCHASER. 

It is no excuse in a case of unfair competition that the dealer 
who is the first buyer of the goods is not deceived. The manufacturer 
who puts into the hands of the dealer the means of deceiving the 
ultimate purchaser is responsible for so doing. 

UNFAIR COMPETITION—ACCOUNTING—PROOF OF PRoOFITs. 

Where the deception of the ultimate purchaser is shown to be 
probable, proof of actual deception is not necessary, and the recovery 
of profits is not limited to instances in which deception is proven 
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The rules applicable in cases of patent and trade-mark infringement 
should apply. 
UNFAIR COMPETITION—ACCOUNTINGC—COMPLIANCE WITH INJUNCTION. 
The use of the defendant’s name upon the sole of shoes made by 
it, followed by the word “Maker” is enough to exempt the shoes so 
marked from the effect of the decree, directing an accounting. 
Appeal from final decree of the United States district court 
for the eastern district of Missouri, overruling the report of the 
master upon an accounting. Reversed. 


For opinion below see Reporter, Vol. 2, p. 62 (192 Fed. Rep., 


930). 


Simeon M. Johnson and Lawrence Maxwell, both of Cincin- 
nati, Ohio (Percy Werner, of St. Louis, Mo., on the 
brief), for appellant. 

H. S. Priest and Paul Bakewell, both of St. Louis, Mo. 
(Luke E. Hart, of St. Louis, Mo., on the brief), for 
appellee. 


Before Hook and Smirn, Circuit Judges, and VAN VALKEN- 
BURGH, District Judge. 


VAN VALKENBURGH, District Judge——Appellant Wolf Bros. 
& Co., complainant below, is a corporation engaged in the manu- 
facture of women’s shoes at Cincinnati, Ohio. Appellee is a 
corporation and a large manufacturer and jobber of shoes at St. 
Louis, Mo. Appellant and its predecessors manufactured and 
sold a woman’s shoe which it called “The American Girl.” This 
name was registered as a trade-mark. Some years later the ap- 
pellee adopted and registered as a trade-mark the term “American 
Lady,” and manufactured, advertised, and sold women’s shoes 
under that name. January 29, 1906, appellant filed its bill 
charging the appellee with infringing its said trade-mark “The 
American Girl,” and with unfair trade by the use of the name 
“American Lady,” together with certain catch-phrases and num- 
erals theretofore adopted and used by appellant, and praying an 


injunction and accounting. Proofs were taken, and upon the 


hearing the circuit court dismissed appellant’s bill, and the case 
was brought to this court on appeal. 
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Upon consideration thereof this court held that the term 
“The American Girl” was not the subject of valid trade-mark, 
but that the record did disclose conduct on the part of appellee 
amounting to unfair competition in trade. Accordingly the de- 
cree was reversed, with directions to the circuit court to enter a 
decree “enjoining the defendant from using the name ‘American 
Lady, as applied to its shoes for women, when not accompanied 
with other matter clearly indicating that such shoes are of its 
own manufacture, and therefore not of complainant's, and from 
using in connection with such name, as applied to its shoes for 
women, the numerals mentioned or the catch-phrase ‘With the 
character of the woman, or any other phrase in simulation of the 
phrase ‘A shoe as good as its name’”’; also granting an account- 
ing, which was limited to the time since the commencement of 
the suit. The opinion of this court is found in 165 Fed., 413, 


gr C. C. A., 963 


“ 


The facts upon which it was based are stated 
therein, and will not be unnecessarily repeated here. 

Pursuant to the direction of this court, the circuit court 
on November 15, 1909, entered the following decree: 


“The defendant, Hamilton-Brown Shoe Company, its servants, agents, 
officers, and employes, are perpetually enjoined from using the name ‘The 
American Lady,’ as applied to its shoes for women, when not accompanied 
with other matter clearly indicating that such shoes are of its own manu- 
facture, and therefore not of the manufacture of the plaintiff, Wolf 
Bros. & Co., and from using in connection with such name, as applied to 
its shoes for women, the numerals 403, 404, 407, 408, or 397, or the catch- 
phrase ‘With the character of the woman’ or any other phrase in simula- 
tion of the phrase ‘A shoe as good as its name.’ The costs up to and 
including the entry of this decree are adjudged against the defendant, 
and execution therefor is awarded. This case is referred to H. H. Deni- 
son, Esq., as master, upon the evidence already taken in this case, and 
the exhibits in evidence in this case, and such further evidence as may 
be offered before the master by the parties to this action, to ascertain 
and report the damages, since the commencement of this suit, which the 
plaintiff has suffered, and the profits, since the commencement of this 
suit, for which the defendant may be liable, said accounting of damages 
and profits to be limited to shoes sold by the defendant since the filing 
of the bill in this case, and which were marked with the name ‘The 
American Lady,’ and not accompanied with any other matter clearly 
indicating that such shoes were of the manufacture of the Hamilton- 
Brown Shoe Compairy.” 


Extended proofs were taken before the master. In his 
report he finds that during the period to which the accounting 
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was limited appellee sold American Lady shoes, which, because 
of differences in marking, are divided into three classes: 

Class 1. 974,010 pairs of shoes which bore no impression 
or distinguishing mark, except the words “American Lady” 
stamped upon the sole with a metal die. The profits upon these 
were found to be $254,401.72. 

C'ass 2. 961,607 pairs of shoes marked as follows: The 
words “Hamilton-Brown Shoe Company” in belt form, with the 
words “American Lady” in the center, stamped upon the sole 
of each shoe, and in the top facing no mark, except, perhaps, in 
some cases, the name of a retail dealer in the facing of one shoe. 
The profits upon these to appellee were found to be $190,909.83. 
C’ass 3. 593,872 pairs of shoes marked as follows: Upon 
sole the same stamping as in class 2, and in the top facing 
of one shoe the name “American Lady” and the words ‘“Hamil- 
ton-Brown Shoe Company” in belt form surrounding the word 
“Makers.” 


$132,740.77. 


The profits upon these to appellee were found to be 


The master recommended that a judgment be entered in 
favor of appellant in the sum of the profits accruing from the first 
two classes, aggregating $445,311.55. For the profits accruing 
from the third class he held that appellant was not entitled to 
recover under the opinion of this court and the decree entered 
in accordance therewith. Both parties filed numerous exceptions. 
UC: 


1 
St 


pen hearing below the court overruled complainant’s exceptions, 
istained defendant’s exceptions, adjudged a recovery of $1 
nominal damages against defendant, and taxed the costs against 
complainant. 

The contentions of appellant are: Tirst, that a decree should 


have been rendered in its favor upon the first two classes of shoes 


sold, as recommended by the master; second, that that decree 
should have included the profits upon the third class of American 


Lady shoes sold, which was denied by the master; third, that the 


master erred in allowing too large credits to the expense of pro 
ducing and selling the American Lady shoes, whereby appellee's 
net profits were improperly diminished. 

Defendant, appellee, contends: First, that four elements 
must be made manifest in appellant’s case before it can be 
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entitled to recover a failure of proof in any one of which con- 
stituent grounds must result in a failure in judgment: (a@) A 
design to defraud; (>) the adoption of means reasonably calcu- 
lated to make the design effective; (c) that the design and means 
were effective; (d) reasonably certain injury to complainant— 
material damage. Second, that a different rule in the assessment 
of damages prevails in cases of unfair competition from that 
obtaining in those involving strict trade-mark; that in the latter 
a property right is taken, and the infringer must respond for the 
profits upon all goods sold through an unauthorized use of the 
mark; that in the former it must be shown that actual damages 
have accrued from loss of profits diverted. Third, that in this 
case the name “American Lady,’ as applied to the shoes sold, 
was actually accompanied with other matter clearly indicating 
that such shoes were of defendant’s own manufacture, and there- 
fore not of complainant’s. Fourth, that the master adopted an 
erroneous method of computing the items of expense for which 
appellee should have received credit in the manufacture and 
sale of American Lady shoes, whereby the net profits arrived at 
were unduly increased. These contentions will be considered in 
their order. 

1. With respect to elements “a’ and “b,” this court, in 
directing an accounting on the former appeal, found that there 
was a design to defraud and that the means adopted were rea- 
sonably calculated to make that design effective. It found that 
appellant was first in the field with the words “The American 
Girl” adopted as a trade-name to designate its shoes; that in con- 
nection with this name it used the catch-phrase, ‘“‘A shoe as good 
as its name,” and in its catalogue certain numerals to designate 
different styles of such shoe; that thereafter the appellee adopted 
the trade-name “American Lady” and the catch-phrases, “The 
shoe deserves its name,” and “With the character of the woman,” 
as also the identical numerals used by appellant; that later appel- 
lant adopted an additional numeral, 397, and directly thereafter 
appellee went back and adopted the same numeral. The court 
further found that the words “The American Girl” and “Ameri- 
can Lady” are so similar as to cause confusion, and that such 
confusion had resulted; that all this was done by appellee with 
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knowledge that it was following appellant, and that such acts 
were not consistent with innocence and good faith; further, that 
appellee acted with notice and knowledge of the infringement 
through correspondence; hence an injunction and accounting 
was granted as heretofore stated. This court at that time had 
before it evidence showing that the name “American Lady” was 
adopted by the appellee at an assembly of its traveling salesmen 
and resulted from suggestions made by them. These salesmen 
came from the-same territory in which appellant’s shoes were 
most largely sold. The original suggestion came from a salesman 
who traveled in Texas; another Texas salesman and one from Ar- 
kansas were also present. It was disclosed in the testimony that 
the largest sale of The American Girl shoes was among the 
negroes and illiterate whites in the South; also that in this very 
territory actual confusion, which worked greatly to the disad- 
vantage of appellant, existed among purchasers. The adjudica- 
tion made was upon the merits, and should be reopened, if at all, 
only upon convincing evidence that the original conclusion, which 
led to the injunction and to this accounting, was wrong. De- 
Long Hook & Eye Co. v. Francis Hook & Eye & Fastener Co. 
(C. C.), 159 Fed., 292; In re Potts, 166 U. S., 263-267, 17 Sup. 
Ct., 520, 41 L. Ed., 994; Chicago Wooden Ware Co. et al. v. 
Miller Ladder Co. (C. C. A.), 133 Fed., 541, 66 C. C. A., 517; 
Fairbank Co. v. Windsor et al. (C. C. A.), 124 Fed., 200, 61 
C. C. A., 233; Fourniquet et al. v. Perkins, 16 How., 82, 14 L. 
Ed., 854. Nothing was adduced at the second hearing to alter 
the situation originally presented, and we adhere now to the con- 
clusion reached then. 


That conclusion also involves, to a certain degree, elements 


“c’ and “‘d,” namely, that the design and means were effective, 
and that reasonably certain injury and material damage resulted 
to appellant. It appears from the record that the appellant, 
through one of its salesmen, enjoyed an annual business of 
$75,000 from the sale of The American Girl shoe in the state of 
Illinois. This salesman was hired by the appellee, and appellant’s 
business in that state was practically destroyed. When appellee 
entered the field with its rival trade-name, appellant’s business 
immediately fell off. Actual confusion in the mind of the con- 
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suming public was shown, and damage to appellant is legitimately 
to be presumed. The injury to its business was at least reason- 
ably certain. And even though these deductions may not neces- 
sarily be drawn from the prior conclusion reached by this court, 
nevertheless the same results are now sufficiently apparent from 
an examination of this record. In cases of unfair competition, 
the fraudulent intent is often inferred from the facts, sometimes 
against the sworn protestations of the infringer. Fairbank Co. v. 
Windsor et al. (C. C. A.), 124 Fed., 200, 61 C. C. A., 233; Flor- 
ence Mfg. Co. v. Dowd et al. (C. C. A.), 189 Fed., 44, 110 C. C. 
A., 608. And so this court held on the former appeal (165 Fed., 
loc. cit., 416, gt C. C. A., 363). 

2 and 3. In strict trade-mark cases the infringer is held to ac- 
count for profits accruing because of the unauthorized use of the 
property right; and unfair competition in trade may, under proper 
conditions, entitle the injured party to the same measure of relief. 
Regis et al. v. Jaynes ct al., 191 Mass., 245, 77 N. E., 774; 
Gulden v. Chance et al. (C. C. A.), 182 Fed., 303-320, 105 C. C. 
A., 16; Merriam Co. v. Saalfield (C. C. A.), 198 Fed., 369, 117 
C. C. A., 245; Reed Cushion Shoe Co. v. Frew et al. (C. C.), 
158 Fed., 552-556; Fairbanks Co. v. Windsor et al. (C. C.); 118 
Fed., 96; Atlanta Milling Co. v. Rowland et al. (C. C.), 27 Fed., 
24; Lever v. Goodwin, lL. R., 36 Ch. Div., 1. Following the 
analogy of the patent cases. JV estinghouse Co. v. Wagner Mfg. 
Co., 225 U. S. 604, 32 Sup. Ct., 691, 56 L. Ed., 1222, 41 L. R. A. 
(N. S.), 653; Tilghman v. Proctor, 125 U. S., 136, 8 Sup. Ct., 
894, 31 L. Ed., 664; Root v. Railway Co., 105 U. S., 189, 26 L. 
Eid., 975. 

However, appellee submits that this accounting must fail 
for the following reasons: First, because it claims that the 


cartons in which its American Lady shoes were sold displayed 


accompanying matter clearly indicating that such shoes were of 
its own manufacture, and therefore not of appellant’s; second, 
because it conclusively appears that it did not deceive the retailers, 
to whom it made sales; third, because it denies any responsibility 
for the ultimate consumers, who buy at retail, and asserts that 
there is no direct proof that any such were deceived into 
buying appellee's shoes for those manufactured by appellant. 
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It was stipulated at the hearing that every pair of American 
Lady shoes issued by appellee to its retail dealers were sold and 
delivered in cartons, each of which cartons bore prominently on 


the lid thereof in white letters on a black background at the 1 
of said lid the words “Ilamilton-Brown Shoe Co.'s” and at 
foot of said lid, equally prominent, the name “American Lad 


making the lettering lid read, ““Hamilton-Brown Shor 
.s American Lady;” tha 1 the front end of each carton 
ady’’ and the 

vompany, which consisted 


was a red background 


~ 


appearing in white 


lakers” appearing it 
pellee claims that 
the words ‘American 
nt to conform to the req 
as the opinion of the trial 
* can not 
e first place, it is abundantly shown in the testimony 


1 


is acommon practice of shoe dealers, for their own purposes 


lvertisement, as well as for that of maintaining a uniform 

ippearance in their stores, to remove shoes from the cartons 
in which they are purchased and place them in other cartons 
of uniform appearance and markings, irrespective of the source 
from which they came. In the next place, it is not only disclosed 
by the testimony, but it is a matter of common knowledge, that 
the purchaser of shoes rarely, if ever, sees the carton in which 
they are incased upon the shelves—much less that in which they 
come from the manufacturer. The purchaser takes his seat at 
a point removed from the stock, and makes known his wishes as 
to the character of shoe, and its size, with which he desires to 
be fitted; the salesman brings the shoe—often but one—taking it 
from the box, which he leaves upon the shelf, and the purchaser 
forms his opinion of the shoe from its appearance, and from 
the marks that appear upon the shoe itself. Therefore the 
carton, in which the shoe is originally contained, or afterwards 
placed, has practically no influence upon the ultimate purchase. 
Furthermore, if the name “American Lady” be placed upon the 





carton. 
1] 
Oniea- 
Dliga 


means which 


» of having deceived its own cus- 


i 


¢ 


ot c with what the retailer do we are concerned 
Hamilton-Brown Shoe Company 


Such is not the law. If a manufacturer or wholesale dealer 
willfully puts up goods in such a way that the ultimate purchaser 


will be deceived into buying the goods of another, it is no defense 
that he does not deceive and has no intention of deceiving the 


~ 


retailer, to whom he himself sells the goods. The question is 


whether the defendants have or have not knowingly put into 


the hands of the retail dealers the means of deceiving the ulti- 
mate purchaser. Scheuer v. Muller et al. (C. C. A.), 74 Fed., 
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225, 20 C. C. A., 161; Dennison Mfg. Co. v. Thomas Mfg. Co. 
(C. C.), 94 Fed., 651; National Biscuit Co. v. Baker et al. (C. 
C.), 95 Fed., 135; Fairbank Co. v. Bell Mfg. Co., 77 Fed., 869, 
23 C. C. A., 554; Revere Rubber Co. v. Consolidated Hoof Pad 
Co. (C. C.), 139 Fed., 151; Lever v. Goodwin, L. R. Ch. Div., 1; 
Gulden v. Chance et al. (C. C. A.), 182 Fed., 303, 105 C. C. A., 
16, 


In such cases the complainant will not be held to specific 
proof that ultimate purchasers were deceived, and limited to loss 
of profits thus established. Loss will be presumed. In Merriam 
Co. v. Saalfield, 198 Fed., 369, 117 C. C. A., 245, the rule is thus 
stated by the court of appeals for the sixth circuit: 


“Where the title was not qualified as the law and the decree required 
(if such cases appear), and it further appears, by direct proofs or by 
necessary inference, that it is impossible to determine whether this un 
lawful title use was the inducing cause of the sale—in other words, when 
it appears that such title was one of the causes, and it is impossible 
to apportion between that and other causes, the credit for the sale—then 
(and if we are to adopt the analogy of the patent cases) there must 
be a presumption that the sale results from the unlawful use of the name. 
The defendant has confused the marking and dress, which he had a right 
to use, with those which, as against complainant, he has no right to use. 
The latter part is a material, if not the major, part of the whole. If the 
history of the sale can not be more definitely ascertained and followed, 
and so it 1s impossible to say which part of the dress exercised the pre- 
dominant influence, then under the principle of Westinghouse Co. v. lWag- 
ner Co., the defendant must respond.” 


We have here a case in which the appellee, with a design 
to appropriate appellant’s trade, has devised a trade-name strik- 
ingly similar to that used by appellant. It did this deliberately, 
and adopted many expedients, all of which were calculated to 
help along the deception and enable it to accomplish its purpose. 
It fortifies itself by certain formulas in dealing with its direct 
purchasers, through which it expects to escape responsibility for 
the ultimate results of its acts. It invades the territory in which 
appellant is doing business, and which covers all the states of 
the Union except two, and particularly the Southern states, in 
which appellant's trade is largest. It makes use of its own 
prestige, its great resources and advertising facilities, with which 
to break down the trade of a smaller business competitor, and to 


confuse the public with which that competitor has already estab- 
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a 


lished a business reputaticn. Having accomplished its aim, which 
was to avail itself of the pioneer work of appe lant, it is willing 
to submit to an injunction and to nominal damages, but insists, 
as a condition to substantial recovery, that appellant accomplish 
the well-nigh impossible task of establishing specifically the 
number of u'timate consumers who have been thus deceived in 
the purchase of shoes. Neither considerations of equity nor the 
decided cases sustain this contention, The property rights of 
complainant have been invaded in such manner that the rules 
long recognized in patent and strict trade-mark cases should be 
applied. Wrongs of this nature can not be perpetrated, and the 
courts be helpless to extend substantial relief. The recovery in 
this case is large; but that is because the transactions involved 
were large. The principle is in no wise affected by this con- 
sideraticn. If the judgment seems harsh, it is no more so than 
defendant’s own acts have made it. The court can not do other- 
wise than ru’e in accordance with those just principles which 
must govern and control its action. It should be steadfast in its 
purpose both to relieve against unlawful encroachment and _ to 
promote commercial honesty and fair dealing. 

}. No special damages apart from profits are shown. The 
method computaticn adopted by the master was essentially fair, 
and the profits found substantially accurate. The use of the 
word “Makers” in the third class of American Lady shoes, while 
not placed upon the sole in such position as to call especial 
attention to it, was nevertheless used upon the shoes themselves, 
and therefore this class was properly excluded by the master. 
It follows that the court be'’ow rightly overruled complainant's 
exceptions. It should likewise have overruled those of de- 
fendant. 

The decree must be reversed, with directions that defend- 
ant’s exceptions to the master’s report be overruled, that the 
report of the master be confirmed, that a decree be entered 
against defendant for the amount recommended by him, and that 
the costs be taxed against defendant. 

It is so ordered. 


Hook, Circuit Judge—For the mest part I agree with the 
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pinion, but am doubtful about the measure and amount of 
vy. Ths is not a case of patent or trade-mark, but one of 
infair competition, and, though it has been said to be analogous 


infringement of a trade-mark, it seems to me there may be 


listinctions which are important in this litigation. The plaintiff 
I + ! 


held entitled t defendant’s 
appear plaintiff 

that 

con- 

‘en plain 

plaintiff 

t necessity, it 


situation | 


1 
peen 
ual unfair 


tail 


nstructive or 


marked, without reference t 

cumstance of the competition. 

Ti las applied the rule which obtains in cases of 
mark. There is a reason for the rule in those 
not applicable to unfair competition. Patents 
and trade-marks are in themselves a sort of special property, of 
which the owner 1s given a monopoly by statute. He has 
exclusive right of use everywhere. An infringer carries off 


property, as it were, and makes gains and profits from a 





vhic | » owner. Those gains and profits are 
coverable in equity (not at law, Burdell v. Denig, 92 U.S 


23.44 Bey ording to the rule applied to a trustee who 


has wrongfully used trust property to his own advantage (Root 


I 


v. Railway, 105 U. S., 189, 20 L. Ed., 975). In unfair competi- 


h property right in his trade-name, 


~ 


tion the plaintiff has no suc 
symbol, or dress of goods. Any one can use them by making it 
clear to the ordinary purchaser that the articles to which they 
are applied are his, not plaintiff's. A wrongful use of them is a 


tort injurious to p'aintifi’s business, but it is not an appropriation 
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of a property right of which he has a monopoly. For a wrongful 


] 


injury to business damages is the ordinary rule, and compensa- 


tion the ordinary measure of recovery. The books are full of 
instances in which the recovery is so limited. When more than 
compensation is demanded, the reason must be found in statute 


or special circumstances; and when the latter are relied on they 


should be closely examined, especially when, as here, the doc- 
trine is not fully settled in the law, but is argued upon analogy 
It is not enough to say unfair competition is analogous to 
infringement of a trade-mark and profits are recoverable for the 


atter. Unfair competition is a subject of modern origin, and 
its development, which has been rapid, should proceed along lin 
of principle. Upon what theory is a plaintiff entitled to more 


than an injunction and compensatory damages for injury sus 





ained—a loss in his business?  Disapprobation excited by 
defendant's conduct will not suffice. As was said in Livingston 
v. IVoadworth, 15 llow., 546, 559, 14 L. Ed., 809 
W \ whi h ( erts a rt of ¢€ t il 
S ment tor t of simple torts 


Nor will a supposed impossibility of proving the damag 


g 
Proof of damage to a business may be difficult, but it is not 
impossible. No higher degree of certainty is required than the 


1 1 ° 1 1 


nature of the case admits, and the scope and extent of the inquiry 


are well settled. Nor can it be that defendant's profits are an 
element of plaintiff's damage, upon the presumption that the 
sales of the former would otherwise have been made by the 


latter. There is n ich presumption, even 1n a case of patent 


Seymour v. Me( ick, 16 How., 480, 14 L. Ed., 1024. Unfair 
competition may also be said to be analogous to a trespass upon 
the good will of a business. Indeed, a trade-name or symbol is 
an incident to the good will. Brown Chemical Co. v. Meyer, 139 
U.S., 540, 548, 11 Sup. Ct., 625, 35 L. Ed., 247. A transfer of 


1 


the business by sale or succession may embrace the good will; 
a vendor may also covenant not to engage in competition. The 
rights so acquired, like the right of the plaintiff here, may be 
protected in equity by injunction. Trego v. Hunt, 65 L. J. Ch., 


/ 


1; Hedge v. Lowe, 47 lowa, 137; Pomeroy, Eq. Juris., Sec., 934. 
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It is difficult to distinguish the principle of such cases from that 
of ordinary unfair competition, yet | would be surprised, had the 
courts awarded the injured party all the profits of the wrongful 
competitor up to the time of the injunction. 

It is true there is some authority for the award of profits in 
unfair competition, but in most of the cases relied on it rests 
largely on unnecessary dicta or brief statements of an anology 
to trade-marks and patents. Regis v. Jaynes & Co., 191 Mass., 
245, 77 N. E., 774, is frequently cited on this proposition, but 
it seems to have been a case of technical statutory trade-mark 
(see 185 Mass., 458, 70 N. E., 480), and the mention of the rule 
in unfair competition a passing reference arguendo. In sup- 
port of the reference the following cases were cited: Fairbank 
Co. v. Windsor, 118 Fed., 95, in which the circuit court relied 
mainly upon an analogy to the infringement of a trade-mark, 


saying : 


“The remedy for the enforcement or protection of a trade-mark 
right or against unfair competition involves the same mode of procedure, 
and ends in the exercise of the restraining power of a court of equity, and 
the award of such damages as may have been sustained, or the profits of 
the wrongdoer it is presumed would have accrued to the person whose 
rights were invaded.” 


Walter Baker &Co. v. Slack, 130 Fed., 514, 65 C. C. A., 138, 
in which the rule was assumed, rather than decided, and the dis- 
cussion was from a different angle. JVilliams v. Mitchell, 106 
Fed., 168, 45 C. C. A., 265, in which the trial court denied com- 
plainants “a reference to determine the damages sustained them 
by reason of past unfair competition,’ and the court of appeals 


merely said: 


“The complainants are entitled, upon proper proof, to compensation 
to the extent of the invasion.” 


And, finally, Lever v. Goodwin, 36 Ch. Div., 1. This last 
case is frequently cited to sustain the doctrine, and it does, though 
rather by way of assumption, since the matter for decision was 
defendant’s contention that he sold only to dealers, not to final 
purchasers, and therefore there was no evidence he had injured 
plaintiffs at all. Ten years later Justice Kekewich followed it 
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as by obligation in Saxlehner v. Apollinaris Co., 66 L. J., Ch., 
533, 1 Ch., 893, but took occasion to say: 
“T venture to doubt whether the propriety of directing such an ac- 


count in a case like the present has ever been fully considered. It seems 
to have been assumed that the right to use and protect what is styled 


a common-law trade-mark, to distinguish it from a registered trade-mark, 
is a species of property carrying with it all the rights and remedies inci 
dental to property, and that therefore the account of profits follows the 
injunction as a matter of course, as it does when a successful plaintiff 
asks it in a patent case. * * * If at liberty to express an opinion, I 


should wish to say that, if there be no property in such a trade-mark, 
the right to an account of profits does not necessarily follow the injun 
tion, and the consequences of directing an account here are so serious 


1 


that I should be unwilling to do it unless compelled by authority.” 


Atlantic Milling Co. v. Rowland (C. C.), 27 Fedl., 24, was a 
case of trade-mark. Reed Cushion Shoe Co. v. Frew (C. C.), 
158 Fed., 552, is also cited to sustain the rule; but the circuit 
court said t 


at it rests entirely upon the “fraud by a defen lant 
and the loss of business by acts,” and no accounting was allowed, 
because under the peculiar circumstances “it would be difficult 
to satisfactorily establish that the purchasers” would 1 

bought from defendant with fuil knowledge of the facts. In 


Gulden v. Chance, 182 Fed., 303, 105 C. C. A., 16, there was no 





discussion, and but brief reference to the measure of recovery, 
The trial court had held with defendants on the question of 
unfair competition, and in reversing it on that ground the court 


of appeals merely added: 


“The complainant is also entitled to r 


Vel | 11 ts l la ives 
lost and sustained by him by reason of all sales by the defendants,” ete 
Profits lost by a plaintiff on all defendant's sales may be 


proper element in his compensation, but they do not necessarily 
equal a'l defendant's profits. In Florence Mfg. Co. v. Dowd, 189 
Fed., 44. 110 C. C. A., 608, the question was that of difficulty 
in accounting, and defendant's hability for his gains and profits 
was assumed, not discussed. Perhaps the fullest discussion is 
found in Merriam Co. v. Saalfield, 198 Fed., 369, 117 C. C. A.,, 


/ 
> 


245. It was there held that plaintiff could recover defendant’s 


profits on each sale, where it was made to appear the purchaser 


1 


was misled, and a by analogy to Il’estinghouse Co. v. Wagner 


Co., 225 U: $., 604, 32 Sup. Ct., Gor, 596 L. Ed. 1233, at LR 
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A. (N. S.), 653, where it was impossible to determine the in- 
fluencing cause; that is, to apportion the credit for the sale. 
There are other cases upon the subject, but for the most part less 
definite than the above. On the other hand, Judge Putnam, in 
Merriam Co. v. Ogilvie, 170 Fed., 167, 95 C. C. A., 423, said in 
speaking for the court: 


“Under some circumstances, it has been held that the profits to be 
accounted for would be the entire protits of publication; but the Supreme 
Court has never had occasion to consider a rule so harsh as this, and, 
following the analogy of the practice established in suits for infringe 
ments of patents for inventions, we are led to the conclusion that it would 
never go to that extent.” 


Again, the court said, doubtless having in mind the difficulty 
which beset Justice Kekewich in Sarlehner v. Apollinaris Co., 
supra: 


“The cases where there has been no division of profits, but the 
whole profits have been allowed, are probably trade-mark cases, in which, 
the defendant having used a trade-mark proper, the presumption was 
that the goods would not have been sold without that use. > ‘Fh 
present case, however, does not fully take on that feature. The sub 
stantial offense of Ogilvie did not consist in availing himself of a Mer 
riam Company’s trade-mark, because both this court and the Circuit Court 
have expressly found that there was no trade-mark. It consisted in 
dressing up his publications unlawfully. Therefore there is no concrete 
thing which belongs to the Merriam Company, the value of which can 
be substantially determined in this connection.” 


But, even if gains and profits are recoverable, the amount 
awarded here seems to me far beyond what can be justified upon 
sound reason or principle. I think it should have been more 
closely confined to the extent of the interference with plaintiff's 
business, to the results of the actual unfair competition, as dis- 
tinguished from that which is inferred or theoretical. No rule 
in equity is good which, based on abstract considerations, ignores 
relevant conditions and inflicts a grievous punishment beyond the 
real extent of the wrong or the deserts of the complaining party. 
If it be conceded that a defendant, who has used the trade-name, 
symbol, or dress of another, should be held to have intended 
deception, and to bear the burden of disproving it in each case 
of sale, or, failing in it, as he must, to yield to plaintiff all the 
profits of the unfair competition, should the inquiry end with 
the emount of his sales and the gains therefrom? Should it not 
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be broader, and embrace the conditions of the trade, the markets, 
the relations of the parties to them and to each other, etc., so that 


the real effect of defendant's conduct may appear, and plaintiff 
may not make an unmerited gain by recovering exaggerated 
damages in a court of equity? A having applied a trade-name 
to an article which he has sold only in Maine, might possibly have 
an injunction against 1, who, thinking it attractive, uses it on 
a like article in Nebraska, because the potential expansion of 


A’s business might be effected; but we would hardly expect him 


to recover all B's gains and profits. That is an extreme instance ; 
but in actual affairs cases cover the entire range from such 
extremes to close hand to hand competition. Nor, if A had made 
a few sales in Nebracka, and b's had run into the millions, 


would it appear equitable that the former should have all the 


gains and profits of the latter? In a patent case, that rule of 
recovery would be clear; but to apply it to unfair competition 


seems like using a vardstick to weigh sugar. 


\gain, if both sell largely in the same territory, it might 
nevertheless clearly appear that defendant, with a much larger 
capital and many times the outlay for enlarging his business, 


acquired an enormous trade, much greater than plaintiff would 
ever have had under any circumstances. It must be borne in 
mind that plaintiff can be fully protected for the future by in- 
junction which ‘ea h 


eaves him in the undisturbed enjoyment of his 


rights in the trade designations. What we are concerned with 





here is the past, whether plaintiff should be compensated or re 
warded, anid, 


if the latter, whether extravagantly or temperately, 
1 


according to rules which can be generally applied to all 


of the kind. The award in this case does not pr 


Cases 
oceed along the 
above lines. 

The suit was begun January 29, 1909. Between December 
11, 1908, and the close of the period of accounting, defendant 
sold 951,607 pairs of shoes on the soles of which were stamped 
the words “Hamilten-Brown Shoe Company” in belt form with 
the words “American Lady” in the center. Each pair was in 
a carton having prominent labels showing the contents were 
Hamilten-Brown Shee Co.'s American Lady shoes and _ that 


that company was the maker. On neither cartons nor shoes was 
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any phrase or arbitrary number in simulation of those of the 
plaintiff. As to these shoes the sole criticism is the absence of 
the word ‘Maker’ on the shoes and the similarity of the name 
“American Lady” to the plaintiff's “American Girl.” There was 
nothing else to mislead the ultimate purchaser. On these shoes 
defendant made a profit of $190,909.83, and it is included in the 
award to the plaintiff. I agree with the court in what it says 
about the ignorance of the ultimate purchaser of the labels on 
the cartons, and also that defendant should have more definitely 
indicated on the shoes themselves that it was the maker, and 
therefore inferentially that plaintiff was not. But I think the 
omission was sufficiently cured by injunction, and did not call 
for the punishment imposed. The markings which were made 
showed an honest, but ineffectual, attempt to observe plaintiff’s 
rights, and in such a case there should be no recovery of profits, 
if, indeed, any pecuniary recovery at all. 

An injunction is not necessarily followed by an accounting. 
It frequently occurs that the former is granted, and the latter 
refused, and sometimes for the lack of fraudulent intent. 


Smiru, Circuit Judge—I fully concur in most of the opinion 
by JupceE VAN VALKENBURGH. I am of the opinion, however, 
that Wolf Dros. & Co. is entitled to a decree for $132,740.77 in 
excess of that awarded it on account of the shoes embraced in 
what is called class 3. The interlocutory decree entered in the 
circuit court upon the mandate of this court contains this provi- 
sion : 


“(2) The defendant, Hamilton-Brown Shoe Company, its servants, 
agents, officers, and employes, are perpetually enjoined from using the 
name ‘The American Lady,’ as applied to its shoes for women, when not 
accompanied with other matter clearly indicating that such shoes are of 
its own manufacture, and therefore not of the manufacture of the plain- 
tiff, Wolf Bros. & Co. * * *” 


There has been no suggestion that this decree was too 
broad, or exceeded the directions given by this court. The par- 
ties do not agree, however, as to the construction of it. Sub- 
stantially, the respondent says the Hamilton-Brown Shoe Com- 


pany was enjoined from using the name “The American Lady,” 
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as applied to its shoes for women, unless the shoes were ac- 
companied with the other matter described. The complainant 
contends it was the words “The American Lady” which were 
required to be so accompanied. 


Substantially the court has adopted the contention of the 
complainant, and | think that clearly, where the words “The 
American Lady” were stamped on the sole of a shoe, they were 
not accompanied with the explanatory words required, if they 
appeared on the inside of one of the shoes. 

| think the complainant’s exceptions to the finding of the 
referee should have been sustained, but fully concur that de- 
fendant’s exceptions should have been overruled. 


De Vor Snurr Co. v. WoLrre. 
(206 Fed. Rep 420.) 
Strth Circutt, June 3, 1912. 


1. INFRINGEMENT—“E,AGLE” FOR SNUFF. 

The manufacturer of snuff, who has used, for over seventy years, 
the picture of an eagle and the words “Eagle Mills” and “Eagle 
Snuff” in connection with the sale of its product, is entitled to pre- 
vent the use of the name and representation of an eagle by another 
manufacturer of the same product in the sale of his goods, even 
though the pictures of the eagles do not resemble each other in detail. 
The effect of each mark is to cause the respective products to be 
known as “Eagle Snuff,” and it is not enough that the defendant pre 
fixes to the word “Eagle” the word “white.” 

2. Test oF INFRINGEMENT—DEGREE OF RESEMBLANCE 

It is not necessary to constitute infringement that every element 
of the trade-mark be appropriated, nor that the trade-mark be com- 
pletely copied. It is enough that the resemblances are so marked that 
the ordinary purchaser is likely to be deceived. The plaintiff’s snuff 
having been known in the market as “Eagle Snuff,” defendant’s adop- 
tion of a mark causing his goods to be known by the same name 
is an invasion of plaintiff's rights. 

3. TEsT oF INFRINGEMENT—DECEPTION OF PURCHASER. 

It is immaterial whether a dealer accustomed to handling plain- 
tiff’s snuff would or would not be deceived by defendant’s goods. The 
question is whether the ultimate purchaser would be so deceived. 
Neither does it matter that the cautious and discriminating purchaser 
is not likely to be misled, for the owner of a trade-mark is entitled 
to protection in the trade of the ordinary or unwary purchaser as 

well 
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4. INFRINGEMENT—DEFENSE oF Goon FAITH. 

It is immaterial that the infringer is not shown to have had 
knowledge of the complainant’s trade-mark, and that there is there 
fore no proof of actual intent to infringe. In a case of trade-mark 
infringement, good faith is immaterial so far as affects the rights 
to an injunction. 

5. INFRINGEMENT—ACCOUNTING OF PRoFITs. 


Where the record shows a delay apparently of over twenty years 
in instituting suit, an accounting will not be granted. Where no excuse 
for the apparent laches is shown in the record, the court should de- 
termine that question by further proceeding before granting or denying 
an accounting 

Appeal from the decree of the District Court of the United 

States for the eastern district of Michigan in favor of the defend- 

ant. Reversed. 


F. F. Reed and E. S. Rogers, both of Chicago, Ill. (4. H. 
Burroughs of New York City, of counsel), for appellant. 
August Cyrowski, of Detroit, Mich., for appellee. 


Before WARRINGTON, KNAPPEN, and DeEntson, Circuit 
Judges. 


KNAPPEN, Circuit Judge—Complainant filed its bill to re- 
strain infringement of an alleged common-law trade-mark, con- 
sisting of the word “Eagle” and the picture of an eagle as applied 
to snuff of its manufacture. There is no charge of unfair compe- 
tition. On final hearing on pleadings and proofs the district 
court dismissed the bill. From that dismissal this appeal is 
taken. Defendant appeared below, filed an answer, and (except 
as presently stated) was represented by counsel throughout, 
inc'uding final hearing. fHle, however, took no testimony, and 
was not represented at the taking of complainant’s testimony. 
Nor was he represented on the argument in this court, by brief 
or otherwise. 

The testimony satisfactorily shows that the manufacture and 
sale of snuff was established at Spottswood, N. J., in 1835, by 
complainant's predecessors in ownership by direct and continuous 
line of succession; that such manufacture and sale has ever since 
been carried on by complainant’s predecessors and by complain- 
ant; that from the beginning the manufacturing plant of com- 
plainant and its predecessors has been known in the trade and 
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among the general public as “Eagle Mills”; that likewise from the 
beginning the product of complainant and its predecessors at 
Spottswood, N. J., and elsewhere, has been known to, ordered 
by, and spoken of generally in the trade as “Eagle Snuff” or 
“Fagle Mills Snuff’ and sometimes as “De Voe’s Eagle Snuff ;” 
that the labels and packages of complainant and its predecessors 
have generally borne thereon, as identifying and characteristic 
features, the picture of an eagle and the title “Eagle Mills,’ 
although complainant did not, as a rule, name or label its product 
“Eagle Snuff,” one exception, however, to this rule being shown 
in the case of a mark on the outside of a shipping package. Ad- 
vertising was begun by complainant’s predecessors “in the fif- 
ties,’ and has ever since been carried on by their successors in 
interest and ownership, including complainant. The words 
“Eagle Mills” were used in all this advertising, which was done 
only through showeards or by circulars until about 1888, when 
general advertising was placed in the catalogues of wholesale 
druggists “all through the West, especially in Ohio, Illinois, 
Michigan, Wisconsin, Minnesota, Iowa and Missouri.” Adver- 
tisements were also placed in Los Angeles, Cal., and Spokane, 
Wash. Complainant's snuff was exhibited at the World's Fair 
in 1893, and there received “the highest award.” Complainant’s 
predecessors have used the picture of an eagle on their stationery 
since about 1888 or 1889. Its snuff has been sold for apparently 
at least forty years or more “throughout the eastern states, New 
York state, Ohio, Michigan, Illinois, Indiana, Wisconsin, Minne- 
sota, and in the South.” As early as 1872 it was sold also in 
Pennsylvania, Missouri, and Nebraska. When the testimony was 
taken in 1908 complainant’s sales were totaling about 300,000 
pounds of snuff per year. 

The deceased, Ignatz Wolff, began the manufacture of snuff 
in his tobacco factory, at Detroit, Mich., about the year 1885, and 
the business was carried on by him until his death in November, 
1906. Since that time it has been carried on by the defendant 
executor. For several years at least before the death of Ignatz 
Wolff his factory was known and advertised as the “White Eagle 
Tobacco Factory.” His letter heads contained that name, to- 


gether with the picture of an eagle. His labels, so far as appears 
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by the record, invariably contained the picture of an eagle; some 
of the labels containing the words ‘“‘White Eagle Snuff,” others 
the words “White Eagle” in connection with such words as 
“Polish Snuff” and “Holland Snuff.” The defendant executor 
has used substantially the same names and representations upon 
letter heads and labels since the death of his decedent. The picture 
of the eagle as used by the latter and his executor differs from 
that used by complainant and its predecessors in this: That 
the picture used by complainant and its predecessors usually rep- 
resented the eagle with wings outstretched, as in the act of flying 
or preparing to fly; while that used by Ignatz Wolff and his ex- 
ecutor is, with one exception, a conventionalized representation, 
showing the eagle and the wings practically erect, and is said to 
be that used as the Polish National Emblem. (The eagles on the 
national coat of arms of Germany, Russia, and Austro-Hungary 
show generally similar positions of the wings.) The one excep- 
tion referred to is on the label of “Polish-American Snuff,” which 
shows the conventional American eagle as part of an elaborate 
coat of arms purporting to be a registered trade-mark; proof of 
such registration, however, under the federal laws not appearing. 
Decedent and defendant advertised this snuff in the Detroit City 
Directory as a product of the “White Eagle Tobacco Factory.” 
One of decedent’s advertisements used the term “White Eagle 
Snuff.” 

The district judge, in dismissing the bill, assumed, for the 
purposes of the case, that complainant had established a common- 
law trade-mark “in its representation of the eagle and the word 
Eagle or the words Eagle Mills in connection therewith upon 
packages of snuff,” but was of opinion that no confusion could 
be caused to the dealers purchasing from manufacturers or to 
ultimate purchasers using ordinary care, because of the difference 
in the appearance of the respective eagles and the dissimilarity 
of the labels, especially in that the word “Eagle” alone does not 
appear on complainant’s label and the words “Eagle Mills’ are 
not conspicuously placed; while on defendant’s labels the words 
“White Eagle’ form a prominent element. 

We are clearly of opinion that the evidence establishes coni- 
plainant’s ownership of a technical trade-mark in the name 
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“Eagle” and the picture of an eagle; and that complainant is 
entitled to protection in such ownership. The word and symbol 
in question are of a character to be appropriated. By long use 
they have become associated in the mind of the public with the 
goods of complainant and its predecessors, and so naturally indi- 
cate to the pub'ic complainant’s product. As said by Judge Deni- 
son, speaking for this court, in Merrtam v. Saalfield, 198 Fed., 
309, 372, 117 C.C. A., 245, 248: “A trade-mark is a trade-mark 
because it is indicative of the origin of the goods.” The word and 
symbol being of a character to be appropriated, and having been 
duly appropriated as a trade-mark, the latter became property 
which competitors have no right to use, either alone or in con- 
nection with other matter to which complainant lays no claim. 
Enoch Morgan's Sons Co. v. Ward (C. C. A., 7th Cir.), 1§2 
Fed., 690, 692, 81 C. C. A., 616, 12 L. R. A. (N. S.), 720; 
American Tin Plate Co. v. Licking Roller Mill Co. (C. C.), 158 
Fed., 690, 693. 

Is complainant’s trade-mark infringed by defendant’s labels 
and advertising matter? It is true that the dress and appearance 
of defendant's designs differ materially from those of complain- 
ant. But it is not necessary, to constitute infringement, that every 
element of a trade-mark be appropriated, nor that the trade-mark 
be completely copied. A proper test is whether, taking into ac- 
count the resemb'ances and differences, the former are so marked 
that the ordinary purchaser is likely to be deceived thereby. 
Sarlehner v. Eisner & Mendelson Co., 179 U. S., 19, 33, 21 Sup. 
Ct.. 7, 45 L. Ed., €0; Johnson v. Bauer (C. C. A., 7th Cir.), 82 
Fed., 662, 662, 27 C. C. A., 374; Enoch Morgan’s Sons Co. v. 
Ward, supra, 152 Fed., at page 692, 81 C. C. A., 616, 12 L. R. 
A. (N. S.), 729. 

Complainant's snuff, as a result of its markings, having be- 
come known in the market as “Eagle Snuff,” defendant’s adop- 
tion of a mark causing his goods to bear the same name in the 
market would invade complainant's rights. Seixo v. Provezende, 
L. R., 1 Ch. App.. 192, 197; Read v. Richardson, 45 L. T. (N.S.), 
54. 58. We think such is the result of the use of defendant’s labels. 
It is doubtless true that the dea'er accustomed to handling com- 
plainant’s snuff would not be deceived by defendant’s labels or 











438 THE TRADE-MARK REPORTER 


advertising matter. But this is not, we think, true of the ulti- 
mate purchaser. If, as we have found to be the fact, the name 
“Eagle Snuff’ has come to be asscciated in the minds of the 
public with and to represent complainant’s product, we think it 
clear that the ordinary purchaser accustomed to buy and use 
Eagle Snuff, and not seeing the respective products side by side, 
could readily be deceived into purchasing defendant’s product as 
that of complainant, presenting, as the former does, the idea of 
“Kagle” snuff as a prominent characteristic. It may be true that 
the cautious and discriminating purchaser is not likely to be so 
misled; but the protection accorded to a trade-mark is not limited 
to the cautious and discriminating customer, but embraces the 
“ordinary” or “unwary” purchaser as well. Ohio Baking Co. v. 
National Biscuit Co. (C. C. A. 6th Cir.), 127 Fed., 116, 120, 62 
C. C. A., 116; Waterman Co. v. Drug Co. (C. C. A., 6th Cir.), 
2c2 Fed., 107, be gt Florence Mf q. Co. v. Dowd (C. C. A., 2d 
Cir.), 178 Fed., 73, 75, tor C. C. A., 565; Upper Assam Tea Co. 
v. Herbert, 7 R. P. C., 183; Seixo v. Provezende, L. R., 1 Ch. 
App., 192, 196. It is significant that complainant's representative, 
applying to Detroit dealers (where defendant’s product appears 
not to have been sold) for White Eagle Snuff, was tendered com- 
plainant’s manufacture. The differences in the posture of the 
eagle, as represented in the labels and advertising matter of com- 
plainant and defendant, respectively, do not impress us as con- 
trolling. The picture of the eagle is prominently upon each label, 
and in many cases in connection with the word “Eagle.” It is 
reasonable to expect that the unwary purchaser accustomed to 
the purchase and use of complainant’s “Eagle” snuff would not 
be deterred from accepting defendant's product because of the 
differences in the appearance of the eagle. 

We are of opinion that complainant's trade-mark is infringed 
by defendant’s use of the word “Eagle” and its picture of an 
eagle, as applied to snuff. This conclusion is, we think, amply 
supported by well-considered precedents. See Upper Assam 
Tea Co. v. Herbert, supra (the “Elephant Tea” case); Anglo- 
Swiss Condensed Milk Co. v. Metcalf, 3 R. P. C., 28, 31 (the 
“Dairy Maid Brand” condensed milk case); Ohio Baking Co. v 
National Biscuit Co., supra (the “Iner-Seal” case). 
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It is immaterial that defendant and his decedent are not 
shown to have known of complainant’s trade-mark, and thus 
not shown to have intended to pirate it. This is not a case of 
unfair competition, but involves only a pure common-law trade- 
mark. In such case, defendant’s good faith is immaterial, as 
respects the right to injunction. Saxrlehner v. Siegel-Cooper Co., 
79 U..S.,. 4a, 44; 21 Sup Ce,.16, 46 L.. Ed, 33; 

Comp!ainant is entitled to an injunction restraining the use 
of complainant's trade-mark, substantially according to the prayer 
of the bill, The record is not such as to justify an imperative 
order for accounting. The many year’s failure to prosecute sug- 
gests laches. On the face of things, it would seem that com- 
plainant must have known, or should have known, of the in- 
fringement if substantial in character; and, if unsubstantial, no 
accounting is needed. See National Distilling Co. v. Century 
Liquor, etc., Co. (C. ©. A., 6th Cir.), 183 Fed., 206, 211, 105 
C. C. A., 638. It does not appear when complainant first knew of 
decedent's infringement. The bill, however, contains an allega- 
tion which may be treated as an admission, that such knowledge 
was had about two years before Ignatz Wolff's death. Suit was 
not begun until after the latter’s lips were sealed, and, as we have 
said, no bad faith was shown. We shall not, however, foreclose 
the question of accounting, but shall allow the district judge to 
determine that question on further application and showing by 
complainant, if it shall be so advised. 

The decree of the district court is reversed, with costs, with 
instructions to take further proceedings consistent with this 
opinion. 


Apo.._o Bros. INc. v. CHARLES B. PERKINS, TRADING AS CHARLES 
B. Perkins & Co. 


Third Circuit, September 16, 1913. 


1. UNFAIR CoMPETITION—GEOGRAPHICAL TERM 
The word “Nubia” as applied to cigarettes is geographical, and its 
use by another can be restrained only when the effect of such use is 
to deceive the public as to the manufacturer of the goods 
2. UNFAIR CoMPETITION—BASIS 
There can be no unfair competition where there is no competition 
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in fact. Where two brands of goods are offered upon different mar- 
kets, and the packages are so different in coloring, branding and form 
that they could not be mistaken for each other, no ground for relief 
is shown. 


3. TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION. 
A technical trade-mark is treated as a property right and infringe- 
ment thereof carries a presumption of fraud; but in the case of a 
geographical term, only the unfair use can be enjoined. Regulation, 
and not prohibition, is the remedy in such cases. 
Appeal from the decree of the district court of the United 
States for the eastern district of Pennsylvania, in favor of com- 
plainant. Reversed. 


for complainant. 
for defendant. 


Before Gray and BuFFInGcTon, Circuit Judges, and RELL- 
stan, District Judge. 


RELLSTAB, District Judge.—In the court below, Charles B. 
Perkins, trading as Charles B. Perkins & Co., a citizen of the 
state of Massachusetts, the appellee, filed his bill in equity against 
Apollo Bros., Inc., a corporation of the state of Pennsylvania, 
the appellants, alleging a common law property right in a trade- 
mark for cigarettes, and also infringment and unfair competition 
by defendant, and praying for relief by an injunction and an 
accounting. The trade-mark name claimed by complainant was 
the geographical name “Nubia,” which it is admitted he was the 
first to appropriate and adopt for cigarettes manufactured and 
sold by him It was also claimed that the name had acquired, 
through long use by him, a secondary meaning, indicating the 
origin and ownership of the goods upon which it was impressed. 
The infringement charged against the defendant was in selling 
cigarettes manufactured by him, put up in sealed boxes for sale, 
with a label containing the word “Nubias” and “Appollo Bros.” 
The court below found in favor of the complainant and awarded 
a perpetual injunction against the corporation defendant, its 
officers, agents, etc., restraining them from using the word 
‘“Nubias” as a name or designation for the cigarettes made and 
sold by said defendant. From this decree the defendant has 
appealed. 
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The contention of the defendant in the court below, as here, 
was that the word “Nubia” claimed by complainant as a common 
law trade-mark, was incapable of exclusive appropriation as such, 
by reason of its being a geographical name; and further, that, 
whether such name has acquired a secondary meaning or not, the 
user’s right in it can be infringed by nothing less than acts 
amounting to unfair competition. 

The material facts in the case are not in dispute. Complain- 
ant commenced the manufacture of his cigarettes under the name 
“Nubia,” in 1898. He testifies that that designation was arbi- 
trarily chosen as a somewhat fanciful one, and that since then, 
he has continuously marketed them under that name. The cigar- 
ettes were put up in small sealed boxes convenient for the pocket, 
and the label on the lid containing the word “Nubia” at the top 
and the words “Charles B. Perkins, Boston, Mass., U. S. A.” in 
distinct letters at the bottom, has on its middle portion a picture 
representing a sunset in the desert, with pyramids and camels, 
suggesting an Egyptian scene. 

The defendants entered into the cigarette business in Phila- 
delphia, in December, 1905, and in 1906 manufactured and mar- 
keted cigarettes under the name of “Nubias,’’ which they have 
since manufactured and sold. 

Defendants’ cigarettes seem to have been put up in sealed 
cases of about the size of those of the complainant, intended 
for pocket use, with a black label on the side, containing nothing 
but the words ‘““Nubias” and “Apollo Bros.” 

The law governing technical trade-marks is but a branch of 
the law regulating trade competition. The prevention of unfair 
competition is the desideratum in both. Nims on Unfair Busi- 
ness Competition, Sects. 1, 4; Hopkins on Trade-Marks (2d Ed.), 
Sect. 19. We agree with the court below “that ‘the evidence does 
not support the charge of unfair competition. The two brands of 
cigarettes are not offered to the same market and do not compete 
in fact.” The package of the defendant, its coloring, printing 
and form, were so radically different from the plaintiff's that 
they could not be mistaken for each other and could never have 
been used to deceive. The complainant’s right to the relief 
prayed, therefore, depends upon his having secured a technical 
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trade-mark in the word “Nubia.”> There is much confusion in the 
cases, but to our mind the best considered cases hold that it is 
essential that such a trade-mark possess the following character- 
istics: that either in meaning or association the mark points 
distinctively to the origin or ownership of a commercial article; 
and, that it is of such a nature as to permit of an exclusive 
appropriation by one person Nims, Sec. 2, “Nubia,” it is admitted, 
is a geographical name, and there is nothing in the circumstance 
of its selection or use by the complainant (such as was found in 
Baglin v. Cusenier Co., 221 U. S., 580) that would permit of 
its registration under the Trade-Mark Act (33 St. L., 724) Sec- 
tion 5 of which denies registration to marks which consist of 
“merely a geographical name or term.” Not only is it incapable 
of official registration, but it may not be exclusively appropriated 
by any one. VV. Y. & R. Cement Co. v. Coplay Cement Co., 44 
Fed., 277. 45 Red., 212; Nims, Sect. 110; Elgin National Watch 
Co. v. Illinois IVatch Co., 179 U. S., 665. We agree that a 
geographical name may, by use and association with a commodity, 
obtain a secondary meaning indicating that the goods bearing it 
come from one and the same source, and thus a superior right 
may be secured in the use of such name by one person; but, inas- 
much as no absolute ownership in or exclusive right to use such 
name as a trade-mark vests in anyone, the rights obtained by the 
first user are not infringed by the mere use of such mark by a 
competitor, even though such use is in association with compet- 
ing goods. In such a case the second user becomes an infringer 
only when he makes an unfair use of such name. Not any 
competition, but only unfair competition, on the part of such 
user is actionable. Canal Co. v. Clark, 80 U. S., 311 (13 Wall.), 
324; Columbia Mills v. Alcorn, 150 U. S., 464; Elgin National 
Hatch case, supra. 

The action to protect trade-mark rights, whether at law to 
recover damages, or in equity to restrain further infringement, 
is founded on a false representation. A technical trade-mark, 
registered or unregistered, is treated as property, and an infringe- 
ment thereof carries with it the presumption of fraud; but where 
no such exclusive right to the use of such trade-mark exists, a 
technical trade-mark right is not established, and fraud—unfair 
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competition—in the use of the mark must be proved. Elgin 
Watch Case, supra; Siegert v. Gandolphi, 149 Fed., 100. 

The policy of the law is to foster and not to hamper competi- 
tion, and it only permits a monopoly in the use of a trade-mark 
when it has become the absolute and exclusive property of the 
first user—good against the world. A geographical name can 
never become such property, and the utmost the first user can 
insist is that no one else shall so use it as to constitute unfair 
competition. The purpose in an honest selection of a trade-mark 
is that it be an exclusive identification of the marked commodity 
with the personality of the owner, and it is not too much to 
require that such selection be made from a class of subjects cap- 
able of exclusive ownership. When one fails in this he has only 
himself to blame if by another's honest selection and use of a 
similar trade-mark he is denied an exclusive use thereof. In such 
a case commercial rights are apt to overlap, but the utmost that 
the courts can do in such cases is to enjoin, not the use of such a 
trade-mark, but the improper use thereof—unfair competition. 

The business of neither the complainant nor the defendant 
is carried on in Nubia, and neither handles the products of that 
region. As between the parties, neither had a superior right of 
selection. Being the first to select such name, gave the complain- 
ant no exclusive right in the use of it; but being the first user, he 
has a right to protection as against any subsequent user who so 
uses the name as to bring the latter the trade which belongs to 
the former, and in affording such protection the later comer 
will be required to so accompany the use of the name, whether on 
his goods or 1n advertising them to the trade or public, regardless 
of the trouble or expense to which he will be put, as is necessary 
to effect such purpose. American Waltham Watch Co. v. U. S. 
Watch Co., 173 Mass., 85. Regulation, but not prohibition, is 
the remedy in such cases. To hold otherwise would be to give 
to one who could not register such name as a trade-mark all the 
benefits that such a registration would give, and preclude one 
innocent of any unfair trade dealing from using the name which 
the registration laws, by necessary implication, concede to be the 


common property of all. Or, stated differently, the complainant 
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would be given all the rights flowing from an absolute ownership 
in a name in which he at best could only obtain a superior right. 


In the present case the complainant has no property but only 
a commercial right in such mark. He has as yet suffered no 
commercial injury. As his or the defendant's trade expands some 
impairment of the complainant's rights may take place. Whether 
more distinguishing accompaniments to the use of the word 
“Nubias” may then be required we can not now say. As to such 
word, no prohibitive or injunctive relief is justified; and as no 
unfair competition exists, regulative relief is not now called for. 

The judgment of the district court is reversed, with costs. 

(Received and filed September 16, 1913. Saunders Lewis, 
Jr., Clerk.) 


UNITED STATES DISTRICT COURT 
Unirep Druc CoMPpAny v. THEODORE RECTANUS COMPANY, et al. 
(206 Fed. Rep., 570.) 
Western District of Kentucky, July 11, 1913. 


. TRADE-MARK—INNOCENT INFRINGEMENT. 

The fact that an infringement is without knowledge of the rights 
of the prior user of the mark and in a territory to which the trade of 
the latter does not extend does not impair the right to an injunction, 
but no accounting of profits or award of damages should be made 
in such a case. 

2. INJUNCTION—FormM. 

The injunction should not affect the right to sell the preparation 
already made and labeled, provided the trade-mark is entirely obliterated 
therefrom, nor should it prevent the manufacture or sale in the fu- 
ture by the defendant of the same goods under any other mark. 


In equity. On final hearing. Decree for complainant. 


Emery, Booth, Janney & Varney, Laurence A. Janney, and 
John R. Moulton, all of Boston, Mass., and Wechle & 
Wehle, of Louisville, Ky., for complainants. 

Blakey, Quin & Lewis, of Louisville, Ky., for defendants. 


Evans, District Judge—A very careful consideration of the 
testimony has led us to the conclusion, and we so find the fact 
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to be, that prior to 1880 Mrs. El’en M. Regis commenced in a 
somewhat crude and simple way the use of the word “Rex” as 
her trade-mark, and that she used it in commerce and trade up 
to the time when she sold her trade-mark and business to the 
plaintiff. Since before 1880 these two persons in succession have 
used the word “Rex” as a trade-mark in connection with a 
medicinal preparation made by Mrs. Regis, and which trade- 
mark came to indicate its origin. 

Equally clearly, we think, the testimony warrants the finding, 
and we accordingly find, that Theodore Rectanus (to whose 
rights, if any, the defendant Theodore Rectanus Company has 
succeeded) in 1883, through a play upon his own name, adopted 
the word as his trade-mark upon another, though somewhat 
closely re’ated, medicinal preparation. The use of this trade-mark 
has also been continued to this date by Rectanus and the defendant 
company, which succeeded him. The adoption and use by Rec- 
tanus of the word “Rex” as his trade-mark was a perfectly 
innecent act, dcne without any knowledge of the trade-mark 
previously adopted by Mrs. Regis. The trade-mark of the latter 
was duly registered in the Patent Office in 1900. That of Rec- 
tanus has never been registered at all. 

In our broadly extended country the separate and independ- 
ent use of these two trade-marks ran along contemporaneously 
in widely separated localities, without either of the parties most 
interested knowing what the other was doing, until a compara- 
tively few months before this action was brought. The judgment 
in this case, we think, must necessarily work a hardship upon one 
or the other of the parties, and possibly upon both. But, notwith- 
standing that probab'e result, we are clearly of opinion that the 
facts stated require us, under the express mandate of the authori- 
ties presently to be cited, to hold that the right of the plaintiff 
to the exclusive use of the word “Rex” in connection with medici- 
nal preparations for dyspepsia and kindred diseases of the 
stomach and digestive organs must be sustained. The following, 
among many cases, while requiring that judgment, also show that, 
while an injunction against the future use of the word Rex in 
connection with the character of preparations indicated should be 


granted, no accounting for profits, nor any assessment of dam- 
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ages for unfair trade, need, on the facts found, be decreed: Sa.r- 
Ichner v. Eisner & Mendelson Co., 179 U. S., 19-39, 21 Sup. Ct., 
7,45 L. Ed., 60; Sarlehner v. Siegel-Cooper Co., 179 U. S., 42, 
21 Sup. Ct., 16, 45 L. Ed., 77; Menendez v. Holt, 128 U. S., 514, 
g Sup. Ct., 143, 32 L. Ed., 526; Welean v. Fleming, 96 U. S., 245, 
24 L. Ed., 828. 


We also have reached the conclusion that the authorities re- 


wn 


quire us to hold that the articles upon which the defendant Theo- 
dore Rectanus Company uses the word “Rex” are sufficiently re- 
lated to the plaintiff's Rex Dyspepsia Tablets as to bring that use 
within the reach of the injunctive relief to be awarded. Ameri- 
can Tobacco Co. v. Polacsek (C. C.), 170 Fed., 117, and cases 
cited. And this is so, although one class of preparations are fluids 
and the other usually solids, though they have sometimes been 
fluids. 

We find that the testimony does not sustain that one of the 
defenses set up in the answer, to the effect that the plaintiff’s 
Rex Dyspepsia Tablets are made from drugs which are dele- 
terious, harmful, or worthless. The criticism of these drugs went 
rather to the possibility that they might be erroneously prescribed 
or administered, but we think the issues in this case can not 
properly have anything to do with the wrongful use of the tablets 
or the drugs they contain. Any poisonous drug, useful though it 
may be in appropriate doses, would be extremely dangerous, 
deleterious, and harmful if unwisely or ignorantly prescribed in 
improper quantities. We think the testimony shows that ox gall 
is, per se, beneficial in certain cases, and that it is harmful only 
when ignorantly or unwisely prescribed. 

We are of opinion that the testimony is not sufficient to sup- 
port a judgment against the individual defendants, and the bill, 
as to them, will be dismissed. We think that the conduct of those 
defendants in the premises should fairly be imputed to the cor- 
poration defendant only. We mean this remark to apply to what 
they have done up to this date only. 

The plaintiff is entitled to a decree enjoining the Theodore 
Rectanus Company and all its officers, agents, and employes from 
in any wise using the word “Rex” upon any of the preparations 
in respect to which they have heretofore used it, and upon any 
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advertisements or dressing of such preparations. The use by said 
defendant of the word “Rex” upon any preparation for the cure 
of dyspepsia or kindred diseases of the stomach and digestive 
organs should also be enjoined. The judgment, however, should 
provide that such injunction does not apply to any sale by the 
defendant Theodore Rectanus Company of the Rex Blood Purifier 
or the Rex Celery and [ron Compound heretofore made and 
labeled by it or its predecessor, provi led that before such sales, 
and before any negotiations for such sales, the word “Rex” is 
utterly and entirely obliterated therefrom. The decree should 
further provide that the injunction does not in any way prevent 
the manufacture or sale in the future by said defendant of either 
of the two last-named preparations, provided that the word “Rex” 
is not used in connection therewith, nor upon any wrapper or 
dress thereon, nor in any advertisements thereof. 

The plaintiff will recover its costs against the Theodore 
Rectanus Company. The defendants M.S. Preston, C. A. Dralle, 
and Otto K. Dietrich will recover any separate costs they may 
have individually incurred. 

[In or about 1905, Ellen M. Regis, an obscure manufacturer of a 
dyspepsia pill under the trade-mark “Rex” brought suit against the prede 
cessor of the United Drug Company for infringement upon her trade- 
mark by the use of its “Rexall” mark, and obtained an injunction which 
was sustained on appeal (Regis v. Jayne, 185 Mass., 458; 191 Mass., 245). 


In this case the court recognized the principle that the relative extent 
of the trade of the parties was immaterial, as also that in a case of in- 


1 


nuocent infringement there should be no accounting of profits for sales 
prior to the beginning of the suit. ] 





YALE & Towne Mere. Co. v. Worcester Mec. Co. 
(205 Fed. Rep., 952.) 
District of Massachusetts, June 23, 1913. 
1. TRADE-MARK—NAME OF A PATENTED ARTICLE 
When a proper name was applied to a patented article during the 


lifetime of the patent and has, by the expiration thereof, become 
generic, it can be used by any manufacturer of the article, but only 


with such distinctions as will prevent confusion of the goods to which 
it is applied with those of the original manufacturer. 
2. Unrair Competition—Proor or DECEPTION 


No proof of deception is required in a case of unfair competition. 
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It is enough that such deception appears to the court a natural and 
probable result of the dressing of the goods. 


In equity. Final hearing on amended and supplemental bills. 
Decree for complainant. 


J. Lewis Stackpole, Boyden, Palfrey, Bradlee & Twombly, 
and Fish, Richardson, Herrick & Neave of Boston 
Mass., and Archibald Cox, of New York City, for com 
plainant. 

Henry F. Harris. ©* Worcester. Mass., and Roberts, Roberts 
& Cushman, of Boston, Mass., for defendant. 


Donce, District Judge-——The plaintiff’s origina! bill in this case 
was dismissed. The dismissal was affirmed by the court of ap- 
peals April 9, 1912. See 195 Fed., 528, 115 C. C. A., gt. [Re- 
porter, Vol. 2, p. 276.] | Under permission given in the mandate 
filed here July 13, 1912, the plaintiff has so amended its bill as to 
limit the relief therein asked to relief of the character indicated 
by the court of appeals in its opinion above cited. It has also 
filed a supplemental bill complaining of an advertisement put 
forth by the defendant in August, 1912, as a further violation of 
the rights which it claims in the name “Blount.” This advertise- 
ment contains the statement by the defendant: “We make the 
original Blount.” 

Two matters originally in controversy between the parties 
appear from the opinion above cited to have been settled by the 
court of appeals: (1) The Blount patents having expired, the 
defendant violates no right of the plaintiff merely by using the 
name Blount on door checks such as were covered by the patents 
while in force. (2) The plaintiff has not succeeded in proving 
that the defendant’s door checks in question are purposely made 
so as to simulate the structural appearance of the plaintiff's door 
checks. 

The opinion and the decree therein directed, however, have 
left the plaintiff free to ask the court for a certain “special 
remedy,” namely, that the defendant be ordered (1) not to give 
offensive prominence to the word “Blount” on its door checks 
or otherwise; (2) also to announce on its door checks and other- 
wise, “This was not manufactured by the original inventor, 
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Blount, or its successors,” or something to that effect. The opin- 
ion requires the plaintiff, if it makes this application to the court, 
to state frankly in its pleadings all the special facts showing that 
it needs the special remedy described, is entitled thereto, and has 
consistently rested its claims accordingly as between itself and 
the defendant. 

The special facts upon which the plaintiff now rests its 
present application appear to be, for the most part, facts set up 
in its original bill. The material allegations of fact added thereto 
by the amendment may be summarized as below: 

(1) The name “Blount,” in fact, served as a means whereby 
the trade and the public identified door checks made by the plain- 
tiff's predecessor and distinguished them from similar checks 
made by others, and was in fact relied on as a guarantee that door 
checks bearing it were the genuine manufacture of the plaintiff's 
predecessor, at the time when the plaintiff took over the business 
of manufacturing and selling them in 1895 and 1896. 

(2) The door checks made by the plaintiff and its prede- 
cessor embodied the inventions covered by the Blount patents 
which expired in 1900 and 1908, but from a time before the word 
“Blount” was placed upon the article itself, door checks covered 
by said patents were continuously made and sold by other manu- 
facturers under other names. 

(3) The defendant’s use of “Blount” is misleading and 
fraudulent, in that it marks its door checks “Blount Improved 
Door Checks” without accompanying such marking with state- 
ments or warnings sufficient to notify the public and purchasers 
that they are not made by the plaintiff. 

(4) “Blount” is displayed on the defendant’s door checks 
and in its circulars in large and conspicuous type such as to make 
the word the dominating and conspicuous feature of the marking ; 
while less conspicuous beneath are displayed the words “Improved 
Door Checks,” and beneath the whole, in letters comparatively 
small and unobservable, the words “Worcester Mfg. Co.” This 
use of “Blount” is likely to deceive unless the prominence given 
to the word over the accompanying matter, as above, is forbidden, 


and some clear, conspicuous statement required that the door 
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checks so marked or advertised are not of that manufacture which 
the public has been accustomed to seek by the word “Blount.” 

Neither party has examined any witness under the pleac- 
ings filed since the decree entered here under the mandate. There 
has been introduced, however, a stipulation setting forth certain 
agreed facts or agreed testimony, with exhibits referred to therein ; 
also certain correspondence between the parties. Further refer- 
ence is made below to what has been thus introduced. 

In its answer to the amended bill the defendant denies, as it 
had prevaously denied, that “Blount” does or ever did indicate 
origin or manufacture by the plaintiff, and avers that it indicates 
only manufacture in accordance with the expired Blount patents. 
In answer to the allegations added by amendment and summarized 
under 1 above, it denies that the plaintiff has ever used the word 
on its door checks except to identify their structural features and 
mechanical organization embodying the Blount invention. The 
allegations summarized under 2 and 3 are denied. With regard 
to those under 4, besides denying them, it avers that “Blount” as 
used by it has always been accompanied by words indicating 
clearly and unequivocally that its door checks so marked are made 
by it and no one else. 

The defendant insists that the bill as amended states no case 
other than that stated in the original bill and closed by the 
judgment of dismissal; also, that nothing has been added by way 
of evidence to what was proved under the original bill, and that 
the amended bill ought to be dismissed, because not such a bill as 
contemplated by the court of appeals in its opinion. I am unable 
to take this view of the matter. [I do not understand the court 
of appeals to have held that the facts set forth in the original bill 
would not justify the court in granting the kind of relief now 
applied for. They were there presented in a different aspect and 
for a different purpose, but I see nothing to prevent the plaintiff 
from relying upon them for its present purpose, even if what 
has been added be regarded as immaterial, if adopted by it as a 
frank statement of all the special facts showing its need of and 
its right to the special remedy now sought. Nor does it seem to 
me that the added allegations in the amended bill can be regarded 
as immaterial upon the questions now presented. 
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The circuit court said in dismissing the original bill ( July 10, 
1911) that no one after the patents had expired could “acquire 
a monopoly in the name ‘Blount’ on the theory that it had become 
a trade-mark or trade-name denoting origin.” It may neverthe- 
less be true that in some degree the name has become significant 
of origin with the public, and that, so far as it has obtained such 
significance, it indicates manufacture by the plaintiff. If this 1s 
true, though the defendant is not forbidden altogether to make 
use of the name, it is forbidden to use it so as to take advantage 
of these facts, because such use would be trading on the plaintiff's 
reputation. If it undertakes to use the name under such circum- 
stances, it must therewith convey such notice to the public as will 


be a reasonably sufficient protection against such danger as may 





exist that pet ple will therebv be led to suppose that they are 


geting the plaintiff's make of door check when they are not. 

As appears from the opinion of the circuit court, the Blount 
patents date from 1883 and 1891. The latest in date expired in 
1go8. The defendant began its use of the name in 1910. 


The 
plaintiff was then making and selling door checks under the pat- 
ents. It had made them since 1895 under a contract with the 
Blount Manufacturing Company, which owned the patents and 


had previ usly been making the door checks. The plaintiff is 


also shown to have had the exclusive selling agency since 1895. 


It appears that until late in 1895 or early in 18959 door checks 


made and sold under the patents bore no other mark than that 


° ° . - 1 1 + ior} 
indicating the fact that they were patented and the dates, though 
they were advertised as “Blount” door checks, and known in the 


1 


trade by that name. The practice of marking them with the word 


‘Blount’ was adopted soon after the plaintiff became the ex- 
clusive selling agent, but before it began making them. At the 


plaintiff's request, the words “Yale & Towne” were also then used 


on the label adopted, over the word “Blount” but in smaller let- 


ters. Beginning with 189%, all door checks made by the Blount 


Manufacturing Company and since September, 1895, by the plain- 


il 


1 
tiff have been alwavs thus marked. QOother manufacturers dur- 


ing the same period have made and sold door checks covered by 


the patents, but none of them, whether licensed under the pat- 





ents or not. have used the name “Blount.” This name, before 
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the defendant began to use it in 1910, was used only upon door 
checks made by the plaintiff and its predecessor, the Blount Manu- 
facturing Company. 

I think the evidence requires the conclusion that between 
1896 and 1908, during which 12 years the public were accustomed 
to purchase under the name “Blount” door checks made by the 
plaintiff only, and known to be made by it through the association 
of its name with “Blount” on the label, the name “Blount” came 
to represent origin with the plaintiff in the pubtic mind. That it 
represented origin and nothing else, as the plaintiff contends, 
does not seem to me proved; it was also generally known that 
such door checks were made under patents issued to Blount and 
no one else, so that the name can not be said to have been used 
without any descriptive significance. But I am unable to see why 
it may not fairly be said that the name had come to indicate the 
origin quite as much, at least, as it did the kind of the door check 
whereon it appeared. If so, or if in some substantial degree it had 
come to indicate origin, as I think it certainly had, its use by the 
defendant so far misrepresented the truth. 

lf these conclusions are right, the next question is whether 
or not the defendant's use of “Blount”? conveys, on the facts 
shown, adequate notice to the public that the word is not being 
used to indicate origin. This question is to be determined mainly 
from the labels and advertisements themselves which the defend- 
ant actually uses or publishes and which are before the court 
as exhibits. 

Kknough has been said to show that the defendant could not 
be allowed to use the word “Blount” by itself and without ac- 
companiment of any kind by reason of the fact found that the 
word implies origin in some degree. Nor does the defendant 
undertake so to use the word. It does accompany the word with 
its own name, and thus, to some extent, indicates that it and not 
the plaintiff makes the articles. But its labels and advertisements, 
however, do undeniably so present the word “Blount” as to make 
it distinctly more conspicuous than any of the other words used 
with it. The label plates attached by it to its door checks in one 
respect present the word more conspicuously than the plates 
used by the plaintiff itself, in that “Blount” is the first word of 
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the legend upon them, whereas on the plaintiff's plates it comes 
after it and below “Yale & Towne.” This appears in the opinion 
of the circuit court as included in that of the circuit court of 
appeals (195 Fed., 528, 529), where the words on both plates 
are quoted. The maker’s name, on the other hand, is decidedly 
less conspicuous on the defendant's plates than on the plaintiff's, 
because not only does it come last and below everything else, but 
it also appears in letters distinctly less in size than any other 
lettering on these plates. Reproductions of the plaintiff's plates 
on a reduced scale appear in complainant's circulars A and B. 
Defendant's circulars A and B being advertisements put forth 
by the defendant, likewise contain similar reproductions of its 
plates, and from them appears the decided prominence I find to 
be given to the word “Blount” on the labels or plates themselves. 

Moreover, although the court of appeals has declined to 
find that the structural appearance of the defendant's door checks 
has been purposely made to simulate the structural appearance 
of those made by the plaintiff, the resemblance in structural ap- 
pearance is so close as, in my view, to increase materially the 
danger that false impressions regarding origin may be con- 
veyed by the prominence given as above to the word “Blount.” 

No doubt sufficient scrutiny of the defendant's labels, plates, 
and advertisements referred to reveals the defendant's name on 
them as manufacturer, but the danger above mentioned is not, 
in my opinion, materially diminished by this fact. The name 
as there displayed attracts no such attention as does the word 
“Blount.” That the mere presence of his name, under circum- 
stances like these, will not relieve a defendant from the charge 
of unfair competition, is well settled. 

There is evidence, both in the original record and in the 
supulation above mentioned, tending to show that purchasers 
ordering “Blount” door checks and expecting the plaintiff's have 
been supplied with the defendant’s door checks. It is claimed 
by the plaintiff and denied by the defendant that this evidence 
proves that the public are being misled by the defendant’s use 
of the name. It seems to be unnecessary to discuss this question 
apart from the exhibits themselves. Proof of actual deception is 


not necessary. The court may determine without it, from the 
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exhibits themselves, whether deception will be the natural and 
probable result of their use. Notaseme, ctc., Co. v. Straus (C. 
C. A.), 201 Fed., 99, 100. I am unable to doubt that some de- 
ception would be their natural and probable result in this case, or 
that their use has had that result. 

The prominence which the defendant gives to the word 
“Blount” | must regard as “undue and offensive” prominence, on 
the facts above found. That the word has continued to carry 
with it, after the expiration of the Blount patents, an indication 
of origin, instead of beccming a mere‘y descriptive word, is 
enough to confine the defendant's right to use it within such 
limits, as to prominence over accompanying matter, as have been 
held necessary in similar cases. See, among the more recent de- 
cisions, Ludlow, etc., Co. v. Pittsburg, etc., Co., 166 Fed., 26, 3I, 
g2 C. C. A., €0; De Long, etc., Co. v. American, etc., Co. (D. C.), 
200 Fed., 65, 71. To correct its labels, plates, and advertising 
matter in this respect, | think the defendant will have, at least, 
to put its own name before and immediately over the word 
“Blount,” displaying the !atter word in letters no larger than 
those in which the other words of the legend appear. 

That the defendant's present use of “Blount” tends to de 
ception regarding the origin of its door checks is no doubt partly 
because of the undue prominence it has been giving to the word 
as above found. Changes of the kind above indicated would go 
far to remove all grounds of objection, but would still, in my 
opinion, fail to give that adequate notice to the public that 
“Blount” did not mean origin with the plaintiff contemplated by 
the court of appeals; nor do I see how such notice could be ade- 
quately given without an explicit anncuncement of the truth, not 
necessarily in the very words suggested by the court of appeals, 
but to the same effect. Uur'ess conjoined with something of the 
kind, the word might well still be the means of conveying to 
the public the notion that door checks marked as suggested were 
the product of a maker “in some privity with the established 
manufacture * * * which the public already knew and 
liked.” Herring, etc., Co. v. Hall, 208 U. S., 554, 559, 28 Sup. 
Ct., 350, 352 (52 L. Ed., 616). As was there said, to convey any 
such notion would be a fraud, and would have to be stopped. 
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cn 


It is evident that the defendant’s offer filed with its answer 
to the amended bill does not tender the plaintiff as much as it 
is entitled to claim. The above conclusions entitle it to a decree, 
but the first condition of the offer is dismissal of the bill. The 
changes, however, in the defendant's labels, plates, and advertise- 
ments promised in paragraph 2 of the offer, seem to me to come 
very near accomplishing all that has been above held necessary. 
They remove the objection that “Blount” is too prominently dis- 
played. They will put above “Blount,” not the defendant’s name 
as manufacturer, but the word “Worcester,” which, used in the 
position proposed, wou!d be a “differentiating word placed before 
and in juxtaposition” with “Blount,” and will thus comply with 
one of the forms of relief asked in 3 of the prayers for relief 
made in the amended bill. “Worcester,” indeed, is to appear 
above “Blount,” not only on the defendant's labels, plates, and 
advertisements, but also on the caps of the door checks them- 
selves. Thus used, it seems to me a reasonably sufficient notice 
to the effect re juired 

As to what the supplemental bill alleges, while I think the 
advertisement complained of, published in August, 1912, a fur 
ther infringement of the plaintiff's rights, and this notwithstand- 
ing its “Yale” door checks, put on the market in June, 1912; just 
before its amended bill was filed, the advertisement was inad- 
vertently issued, it was not repeated or continued, and, so far as 
| can see, it entitles the plaintiff to no relief beyond that which 
will be afforded by the decree now to be ordered. That it has 
impaired the value of “Worcester” as a distinctive mark of origin 
does not seem to me proved. 

The decree to be entered will be, to the extent above indi- 
cated, in favor of the plaintiff, and in accordance with the prayers 
of the amended bill. There may be a further hearing as to its 
particular provisions, unless the parties can agree upon them. 


FRANK W. WuitcHER Co. v. SNEIERSON,. 


1 1 ay 


Die ) 


District of Massachusetts, June 9, 1913. 


1. TRADE-MARK—NAME OF PATENTED ARTICLE. 
The name and mark under which a patented article has been sold 
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during the life of the patent by a dealer having an exclusive agency 
for the product, becomes generic and therefore open to the use of the 
public after the patent has expired. 

2. UNFAIR COMPETITION—IMITATION OF PACKAGES. 

The use, however, by another, of the name and mark formerly 
employed under such agency must be such as to avoid confusion of 
the product to which it is applied with the other competing product, and 
imitation of the package and dress of the original goods will be 
enjoined 


In equity. On final hearing. Decree for complainant. 


Macleod, Calver, Copeland & Dike and JVilliam A. Cope- 
land, of Boston, for complainant. 
Ellis Spear, Jr., and Edward N. Goding, of Boston, for 


defendant. 


Dopce, Circuit Judge—This bill seeks to restrain an alleged 
unfair competition by the defendant in the sale of metallic heel 
protectors. 

The plaintiff, a Maine corporation, sells heel protectors made 
by the United Shoe Machinery Company. It sells them put up 
in packages of distinctive form and color and bearing distinctive 
trade-marks and labels. It claims the exclusive right to use these 
trade-marks and this trade dress. The trade-marks claimed are 
two in number—one being the word “Circlette’; the other, a 
representation of a shoe heel upon which is marked the outline 
of a series of horseshoe-shaped heel protectors. The defendant 
sells his heel protectors, which are practically identical in ap- 
pearance and are used in the same way, for the same purposes, 
under labels displaying the name “Ringlette.’” The defendant 
uses also on his labels a representation of a shoe heel upon which 
is marked the outline of a series of similar protectors; the prin- 
cipal difference being that the plaintiff shows three protectors 
upon an entire heel, and the defendant four, upon a heel of which 
a considerable proportion appears cut away, certain words not 
in plaintiff's trade-mark being displayed within the cut-away area. 

The plaintiff's packages bear the inscription “Patented Sept. 
8, 1896.” No reference is made either in the bill or answer to 
any patent. The defendant's evidence tends to show that the 
plaintiff’s heel protectors are within United States patent 567,463, 
to William Frost, dated September 8, 1896; also that Frost had 
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taken out a British patent, numbered 1,381, and dated May 18, 
1895, for an invention substantially identical with that afterward 
covered by his United States patent mentioned, and that the 
British patent expired January 21, 1909. The defendant con- 
tends that Frost’s United States patent expired with his British 
patent—relying on United, etc., Co. v. Duplessis, 155 Fed., 842, 
84 C. C. A., 76. The plaintiff has not undertaken to contradict 
this evidence or to dispute this claim. It relies upon alleged 
rights in its trade-marks and packages, existing independently of 
any patent. 


The defendant does not dispute that: 


“From 18904, or earlier, the complainant and its predecessors in busi 
ness sold heel protectors, as shown in the exhibits in evidence, under the 
name of ‘Circlettes,) and no other name was ever used by complainant to 


designate such heel protectors.” 


It appears from the plaintiff's uncontradicted evidence that 
the name “Circlette” and the other trade-mark above described 
were first adopted by the Sanford Manufacturing Company, 
whereof Frank W. Whitcher was treasurer, in the year 1894; 
that the Sanford Company thereafter made and sold heel pro- 
tectors of the kind here in question, in packages of the same dis- 
tinctive form and color and bearing the same labels, having upon 
them the above trade-marks, exclusively through Frank W. 
Whitcher & Co., a firm to which he belonged, until 1902; that in 
1902 it transferred its rights to the United Shoe Machinery 
Company, which has since made heel protectors of the same kind ; 
that since the transfer in 1902 they have been sold in precisely 
similar packages and under the same labels and trade-marks, 
exclusively through the firm referred to or through the plaintiff 
corporation, which, organized in 1908, succeeded to the firm’s 
rights, under an exclusive right to sell them in the United States 
acquired from the United Shoe Machinery Company when the 
latter company acquired the Sanford Company’s rights. 

The defendant's alleged infringment began about March 1, 
1911. It further appears from the plaintiff’s uncontradicted evi- 
dence that since 1894 such heel protectors, so packaged and 
labeled, have been sold under the trade-marks referred to 
throughout the United States, and that the business done in them 
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has been extensive; also that the Packages, labels, and trade- 
marks used as above in selling them had, in IOTI, become identj 
hed with hee] Protectors of the kind made originally by the Si 
ford C °Mpany, afterward by its successo T, and sold originally by 
the Whitcher firm, afterward by its successor, the plaintiff 


These Packages, trade-marks. and labels had then come to Indi- 


Cate to the Public that heel Protectors sco Packaged and label] 
and bearing the trade-marks referred to, came from the origina] 
Makers and Sellers, or fr, Mm their lawfy] successors, 

If the plaintiff has the exclusive right to use Circlette” 4 
Its trade Mark, | think it clear that the defendant's use of “Ring 
lette” is an infringement Which should be enjoined. Stamford 
etc., Co. v. That, her etc., Co. (D. C.), 200 Ped, 324. jc one of 
the most recent of the Many decisions to the same effect upon 
similar facts. 

But the plaintiff's statement on its packages, Patented Sept. 
5, 1896,” Warrant the ¢& nclusion that its “Circlettes”’ were mack 
and sold under the Frost Patent; no other Patent covering heel 
Protectors of that date being shown tO exist. If thic Was the 
case, the fair Presumption is that the name “Cire lette”’ became the 
identifying and generjc Mark of the | patented thing during the 
life of the Patent; that js. between ISQO and 1909. If so, the 
right to use the name Passed to the } ublic with the cessation of 

ete. 

U. S., 160, 16 Sup. Ct., O2, 41 1, Ba. IIS; Vale & Towne, 
7.7 (2. V. Worcester, etc, Co, Ce oe HS ic. Ay 491; 
Vale & T; cone, ete., Co, y. F (Ca, A. 203 Fed., 707, The 
plaintiff contends that the § ee hao S hindi, and use 
of the name in connectio with th ' Patented thing, beginning jn 
1894, is shown to have antedated is Frost nt; and it relies on 
Batcheller y. Thomson. 93 Fed., 660. os 4... ©. -A.. 532; Avenaring 
Vv. Kornely, 39 Wis.. “4/7, 121 N. W.. ae [am unable to find 
sufficient reason in the evidence for concluding that it Was 
fween 1894 and September S, 1895, that “Circlette”’ 


the patented monopoly, Singer ay CO. Vv. June, ete Co., 163 


be- 

became the 

identifying and generic mark of the Patented thing, and must 
therefore hold that “Circlette” as a trade-mark has ceased to be 
the exclusive Property of the plaintiff or of any ore through 
whom jt claims, My ec nelusion must be the same as to the rep- 
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resentation of a shoe heel, above described, in which the plaintiff 


also claims exclusive rights. The defendant has, for all practical 
purposes, copied this; but the plaintiff's exclusive right to it in 


IQI1 is not, to my mind, established. 

It is not, however, a wholly unrestricted use of “Circlette” 
and of the shoe-heel trade-mark which has become open to the 
public as above. Whoever undertakes to use them must do so 


in a manner not adapted to lead buyers to mistake his heel pro- 


tectors for those of the original maker or its successors. He is 
bound by Son ean r other, 1 he ses the trade-marks, to 
announce, without giving them undue or offensive prominence, 
that his are not the product of the plaintiff or its successors. 
Yale, etc., Co. v. Il ester, etc., Co., 195 Fed., 528, 529, 11: 


c 
C. C. A., 491. In my opinion, this defendant has not only used 
Par ene , ; 

t 


the trade-marks, or his substitutes for them, 1n a manner adapted 


to mislead in the above respect, but in a manner deliberately con 


trived for that purpose, as his own evidence shows. If he really 
intended to make it clear that his were not the plaintiff's heel pro 
tectors, he could, of course, have done so very easily. but, just 
as he has adopted a name and shoe-heel representation copying 


the plaintiff's in all features most likely to arrest the ordinary 
attention, yet not ite the same, so he has adopted a package 
and style of label nearly, but not quite, like the plaintiff's, yet 


] 


possessing all thi eatures most likely to catch the eve of the 


ordinary observer. The defendant's name appears, it is true, in 


place of that of tl riginal maker; but the shape and size of 
the packages, thei lor, the parts of them covered by the labels, 
the location upon the labels of the name and shoe-heel representa- 


tion, the prominence given to the name, the arrangement of the 
other reading matter on the labels, the division thereof into lines, 
the arrangement of the lines, and the prominence given by the 


use of capitals to correspondin: 





words therein, are altogether 


y 
> 
1 


too nearly like the plaintiff's to permit the conclusion either that 





they did not mislead or that they were not intended for that pur 
pose. They leave no doubt in my mind of the defendant's intent 
trade on the plaintiff's name and reputation. 


On the defendant's behalf it is argued that the plaintiff, in 





ntinuing to mark its packages “Patented” at the top and in 
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the middle of the label, and “Patented Sept. 8, 1896,” near the 
bottom, after the Frost patent had expired, has been itself guilty 
of fraudulent misrepresentation, calculated to impose upon the 
public, such as should induce the court to withhold relief against 
the defendant's fraud. This defense was not set up in the an- 
swer, none of the evidence has been express'y directed to it, and 
I do not think the mere fact, if it be one, that the plaintiff's labels 
have continued to read as above since 1909, is sufficient for the 
conclusicn that their use since that time has been fraudulent. 
As has been stated, the date of the Frost patent expressly ap- 
pears upon each label. 

The plaintiff is entitled to an injunction against the use of 
packages like those before the court, bearing similar labels, and 


also to an accounting; and there may be a decree accordingly. 


COMMISSIONER OF PATENTS 


FLANDERS AND FLANDERS MANUFACTURING COMPANY v. THE 


STUDEBAKER CORPORATION. 
(193 O. G., 1020.) 
May 22, 1913. 


TrADE- MARKS—NAME OF AN INDIVIDUAL—SUPERVISORY AUTHORITY OF THE 

CoM MISSIONER. . 

Where an opposition was filed to the registration of a mark consist- 
ing of the name of an individual and in a decision on a motion to dismiss 
the opposition the Examiner of Interferences ruled that said mark was 
not distinctively displayed, but denied the motion, that the supervisory 
authority of the Commissioner will not be exercised to consider the 
question whether said mark is distinctively displayed, but that question 
can be decided at final hearing, since from such a decision appeal lies 
to the Commissioner and from his decision to the Court of Appeals. 


Mr. Frank F. Reed, Mr. Edward S. Rogers, and Mr. Fran- 
cis M. Phelps, for Flanders and Flanders Manufactur- 
ing Company. 

Messrs. Steuart & Steuart, for The Studebaker Corporation. 


BinLincs, First Assisstant Commissioner.—This is a petition 
by The Studebaker Corporation, the applicant, that the super- 
visory authority of the commissioner be exercised to— 
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determine whether the Examiner of Trade-Marks was right in holding 
that the trade-mark presented for registration was written in a particular 
or distinctive manner, or whether the Examiner of Interferences was 
right in holding that the said trade-mark was not written in a particular 
or distinctive manner. 

The mark presented for registration consists of the word 
“Flanders,” written with a paraph thereunder and with the upper 
end of the “F’’ extended in a long flourish thereover. 

The mark was passed to publication on the first action. 
Within thirty days thereafter notice of opposition was filed on 
behalf of Walter E. Flanders and the Flanders Manufacturing 
Company. This notice was signed by the attorney. Subsequently 
a duly verified notice of opposition was filed, signed by the oppos- 
ing parties. 

This notice of opposition sets up various transactions which 
took place between Walter E. Flanders and the predecessors in 
business of The Studebaker Corporation. It is stated that Fland- 
ers gave the right to one of these companies to use the mark 
“Flanders 20” on gasoline-cars of a particular type, but not on 
automobiles generally. It is then further alleged that Walter 
K. Flanders would be damaged by the registration of the mark, 
because such registration amounts to a claim of the exclusive 
right of said corporation to use the name of Walter E. Flanders 
in a manner not consented to by him and that said attempted 


registration is a claim of a right exclusively to appropriate Walter 


I. Flander’s personal name and that it would amount to the- 
| 


registration of the name of an individual, not the name of an 
applicant, and not printed, impressed, or woven in some particular 
manner. 

The Flanders Manufacturing Company alleged that it would 
be damaged by the registration of the trade-mark because it 
would give the applicant prima facie exclusive right to the use of 
the name “Flanders” on automobiles generally, whereas the op- 
posers have the right to use the name in connection with motor- 
cycles and electric automobiles; that the name “Flanders” con- 
stitutes the essential feature of the corporate name of the 
Flanders Manufacturing Company and should not be permitted 
registration by another; that the registration would enable The 
Studebaker Corporation to register the name “Flanders” in 
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foreign countries for automobiles generally, and thus restrict 
opposers’ sales; that The Studebaker Corporation has no right 
to the name “Flanders” as claimed, but that its use is restrict 
and limited so as to be legitimate only in connection with the word 
‘Twenty’ or the figures “20” upon a certain type of gasoline 
ut oh] 
\ tte I eated exten n ¢ { time within which pl 1g 

s] ile be f le jie & t10n ft Wass Was filed by Ihe ot ( ( 
( oration, alleging st, that e mark was written 1n S 
{1 e-¥ nN ( nd, t I er has Imiutte \ icant 

he right the Klande mpanied by 1 rlire 

lumeral **: nd this ries with it the right to use the 
Flanders id, third, on the nd that there is no pt s10n 1n 
the | e-Mark 4 for a joi sition 
The examin f interfe ices denied the motion as to thi 

rst ground, holding tl the mark was not written in a distinctive 
mann [le denied it as to the second ground, holding tha ( 
quest } the simula i the marks and the similarity of the 
goods, which each party claimed to have the right to use, raised 
questions not sufficiently free from doubt to justify deciding on 
a motion of this kind. Ele denied it as to the third ground, holding 
that there was such a ¢ ntinuity of interests between the Opposers 
that the question in issue could be more satisfactorily decided 1n 


one proceeding than in two. 
In his decision he stated that the mark was not written in 


1 


such “a particular or distinctive manner’ as to warrant registra 
tion, and that even if he had found that the motion should be 
granted it would be necessary for him to call the attention of 
the commissioner to the fact that, in his opinion, a statutory bar 
existed to the registration of the mark by the applicant. 

In the present petition it is alleged that the examiner of 
trade-marks in passing the mark to publication necessarily held 
that it was written in a particular or distinctive manner, but that, 
the examiner of interferences having held contrary to this, there 
are at present of record contradictory decisions by two “co-ordi- 
nate departments of his office of equal jurisdiction.” 

Should jurisdiction of the case be taken by the commissioner 
at this time and the mark held not registrable, it would leave the 
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\ statement 1 label that the article upon which the lal 
“cure” r certain specified ailments does not necessarily 
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O. Orne, for the applicant. 


FRAZIER, First Assistant Commissioner.—This is an appeal 


from the refusal of the examiner of trade-marks to register the 
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label presented in this case on the ground that it bears a mislead- 
ing and deceptive statement. 


The label bears the following statement: 


This delightful toilet preparation contains silicate of magnesia, a 
mineral antiseptic and curative, improved by the addition of boracic acid 
and borax, and enriched by a delicious perfume. 

For the relief and cure of all irritations of the skin, sunburn, tired 
and aching feet, perspiration, etc., and for use after shaving and bathing 

As a toilet powder for ladies’ and babies’ use it is unexcelled. 

No objection is made to the first paragraph, specifying the 
ingredients of the compound. 

The second paragraph is held by the examiner to be mislead- 
ing because— 
it is regarded as misleading and deceptive to claim that a toilet powder 
will cure the affections specified. 

In this action the examiner refers to ex parte Barclay & Bar- 
clay (135 O. G., 217). 

Registration of this label is sought under the act of June 
18, 1874, relating to the registration of prints and labels, defining 
the meaning of the words “engraving, cut and print” in the copy- 
right act, as there applied to pictorial illustrations or works con- 
nected with the fine arts. It further directs that prints and labels 
designed to be used for any other articles of manufacture may 
be registered in the Patent Office, but shall not be entered under 
the copyright law. 

There is nothing in this act which prohibits registration of 
this label on the ground specified. The rejection is based upon 
the ruling in ex parte Barclay & Barclay, supra. It appears that 
this decision, defining the practice in such cases, arose out of the 
requirements of the pure food law, administered by the bureau 
of chemistry in the department of agriculture, and under the 
provision of that law relating to misbranding. No provision of 
that law covers or is intended to cover the registration of labels 
in the Patent Office. The authority for the practice of refusing 
rezistration of labels as containing matter held to be deceptive 
and misleading rests upon the comity between two departments 
of the government. 


A number of cases appear to have been brought under the 
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misbranding clause of this law, and one United States v. John- 
son, 169 O. G., 702; 221 U. S., 488) reached the supreme court. 

That case involved precisely the same question as raised 
here—namely, an allegation that a label bearing a false statement 
as to the curative or therapeutic effect of a drug or medicine on 
which the label is used falls under the misbranding clause of the 
law. The supreme court reversed the lower court, deciding that 
there was clearly no warrant under the pure food law for holding 
that statements of this nature, relating to the effects that might 
be produced by the medicine or drug, or any statement predicated 
upon the opinion of an expert could not be held to be a misbrand- 
ing such as that contemplated by the statute. That law, the court 
said, covered under its misbranding provision a false and mis- 
leading statement of fact concerning the ingredients composing 
the drug or medicine or other composition. 

The practice of the department of agriculture appears to 
have been founded on the broad principle that the purchasing 
public should be protected against fraud and deception, whether 
based upon statements of fact or predicated upon an opinion. 
Whether based upon the one or the other, if false and fraudulent, 
the effect upon the public would be the same. The Patent Office 
has followed that practice in applying the law, as a matter of 
comity, to labels and prints presented for registration in this 
office ; but it should be observed that as a prerequisite to invoking 
this doctrine the statement must be false and misleading. This 
is the postulate upon which the supreme court proceeded in 
reaching its decision in United States v. Johnson, supra. It does 
not necessarily inhibit all statements regarding the curative or 
therapeutic effect of such article, nor could it well in equity 
extend so far. There may be cases, it is evident, where such 
statements are not false and fraudulent, even where they refer 
to the curative or therapeutic effect of the article to which they 
are attached. When such is the case, it seems obvious that this 
office is not warranted in refusing the registration merely because 
the label bears some statement relative to the curative effect of 
the article. 

This conclusion is emphasized by the action of the Congress, 


following the decision of United States v. Johnson, supra, in 
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amending the pure food act of June 30, 1906, under date of 
August 23, 1912, wherein, under section 8, it defines the meaning 
of the term “‘misbranded” as used in the statute. It 1s provided 
in the third clause thereof, in the case of drugs: 


Third. If its package or label shall bear or contain any statement, 
design, or device regarding the curative or therapeutic effect of such 
article or any of the ingredients or substances contained therein, which 
is false and fraudulent. 

It is evident that under this clause, introduced by amendment 
into the law for the express purpose of covering cases discussed 
in the decision of the supreme court above cited in all cases where 
the word “cure” or any words of similar import be used, as in 
the present case, the law would denominate the same as misbrand- 
ing only where the statement itself is known or shown to be false 
and fraudulent. 

In the present case it 1s noted that the statement objected to 


says: 


For the relief and cure of all irritations of the skin, sunburn, tired 
and aching feet, perspiration, ete. 


This statement is designed to appeal to the purchasing pub- 


lic. The language itself is simple and plain. It states the effect 
following the use of the article for a specific, not a generic, dis 
ease or trouble of the skin. It seems clear that no one would be 
misled or deceived by the meaning or intended meaning of the 
language. It does not say nor does it suggest under any ordinary 
interpretation of the language that the article will cure all irrita- 
tions of the skin without regard to the nature. 

Following the usual interpretation of language so used it 
carries to the mind, first, the fact that it will relieve and cure 
all irritations of the skin, such as sunburn; second, tired and 
aching feet; third, perspiration, etc. Where a generic statement, 
such as “all irritations,” is followed by a number of specific il- 
lustrations, the ordinary meaning thereof restricts the generic 
statement to irritations of the character shown by the different 
kinds stated. In this case it does not appear that there is any 
intention to make a false statement or misleading statement to 
the effect that the article will cure any other irritations than those 
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specified or of a similar nature. It would not be understood to 
mean, for example, that the article cures or will cure eczema, 
scrofula, and a variety of other skin eruptions and diseases, ete. 
Hence the only question remaining is whether or not this article 
will cure sunburn, tired and aching feet, perspiration, etc., and 
all like irritations. The office does not appear to be in a position 


to contradict the truth of this statement. Therefore it can not 





rightly hold the same to be false or deceptive. 

It may be that in many cases statements are prima facie 
false and deceptive. It is proper under such circumstances to 
object to the registration of the prints or labels on such grounds. 

It is likewise proper for the applicant for registration to 
show, if he can, that the statement is not false and misleading 
Ile has the right under the pure food law, as amended. Ile 
should not be deprived of that right in a proceeding, arising in a 
different department of the government, founded, not upon a 
specific provision of the law relating to the administration of 
that department, but upon the comity that should prevail between 
the two departments 

The matter is simply a question of fact, to be determined, 
as all other facts, by such evidence as will satisfy the office one 


way or the other. If the examiner has reasonable ground to 


believe that such a statement is false and fraudulent, he may 


refuse registration for that reason, subject to rebuttal by the 
applicant; but it 1s clear that the mere presence of the word 


1 1 1 ~ 
} 


“cure” on the labe!, in the connection here shown, 1s not sufficient 
to justify a refusal of registration. 


1 ] 


It has been suggested that the charge of “misbranding” in 
cases like this may be relieved by substituting the word “remedy” 
for “cure.” It is not seen that this change would alter the mean 
ing of the phrase to any extent. Il’ebster’s New International 
Dictionary defines “cure” as “to heal; to restore to health; cause 
to recover; to make well. It gives as synonyms “heal, remedy.” 


It defines “remedy” as 


that which relieves or cures a disease: in medicine, an application which 
puts an end to disease and restores health 


It gives as synonyms “cure; restorative 
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It is not easy to discern any real difference between the 
meanings of the two words. Hence the substitution of one for 
the other would not alter the meaning of a phrase in which 
either might be used. 

As the refusal to register the label is directed solely to the 
use of the word “cure” in connection shown, for the foregoing 
reasons the examiner’s decision is reversed. 





EX PARTE, MOLINE AUTOMOBILE COMPANY. 


(193.0: G., 210.) 


May 9, 1913. 


APPLICATION—SPECI MENS. 

The fact that the specimens filed with a previous registration do not 
show all the goods covered thereby, does not permit of the registration 
of a conflicting mark upon any of the goods covered by the previous 
registration, since the law does not require applicant to file specimens 
showing the mark as used on every one of the articles specified. 


Mr. H. H. Bliss, for the applicant. 


Moore, Commissioner.—This is an appeal from the action 
of the.examiner of trade-marks refusing to register as a trade- 
mark for automobiles a mark consisting of a shield having thereon 
the words “Dreadnought Moline,” with the representation of a 
battleship above the shield. 

Registration was refused in view of Certificate No. 81,550, 
April 18, 1911, to Schweinfurter Pracisions-Kugel-Lager-Werke 
Fichtel & Sachs. The mark shown in this registration consists of 
the word “Dreadnought,” and among the goods specified in the 
statement are automobiles. 

The word “Moline” has been disclaimed. Applicant at one 
time directed that the word “Dreadnought” be erased from the 
drawing; but this direction was subsequently revoked and appli- 
cant sought to disclaim the word “Dreadnought,” as well as the 
word “Moline.” The examiner held this could not be done, as the 
word “Dreadnought” was the mark of another party. 


The assignments of error are general, and no brief has been 
filed in connection with this appeal. The one ground upon whic’ 
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it was argued before the examiner of trade-marks that appli- 
cant’s mark is registrable over the reference is that in the appli- 
cation upon which the registration was granted the only specimens 
filed show the mark as used on coaster-brakes. The law does 
not, however, require that an applicant shall furnish specimens 
showing the use of the mark upon all the goods specified in his 
application, and no reason is seen for making any such require- 
ment. The registration includes automobiles, among other goods, 
and in view thereof applicant’s mark was properly refused regis- 
tration. 


The decision of the examiner of trade-marks is affirmed. 


Fx PARTE, P. H. HANEs KNitrrinc COMPANY. 
(194 O. G.. 549. ) 
July 16, 1913. 


TRADE-MARKS—SURNAME—REGISTRABILITY. 

\ mark consisting of the name “Hanes” upon a “peculiarly shaped 
red shield” is properly refused registration, since the name is not dis- 
tinctively displayed 


Mr. Arthur S. Browne, for applicant. 


Moore, Commissioner.—This is an appeal from the action of 
the examiner of trade-marks refusing to register the name 
“Hanes,” displayed upon what the applicant calls a “peculiarly 
shaped red shield,” as a trade-mark for knitted underwear. 

The refusal of the examiner is upon the ground that the 
mark is a surname not distinctively displayed within the meaning 
of the trade-mark law. With this holding I agree. As was said 
in the case of Engelhard & Sons Co. (1904, C. D., 122): 


If accessories are to save the mere name from the inhibition of the 
statute, they must rise into such relative importance and must so dwarf 
the mere name as to render this latter of minor importance in the whole 
effect: produced upon the mind of the observer and to prevent such result 
of infringement as just mentioned. In fact, it seems to me that a due 
regard to the spirit of the statute requires the reduction of the name 
element in the mark to be carried so far that the name becomes a negli- 
gible or non-essential factor in the whole effect produced, so that if the 
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rest of the mark should remain and the name _ should 


be changed it 
would not present a substantially different appearance. 


In the present case the name “Hanes” is by far the most con- 
spicuous feature of the mark. As shown by the labels submitted, 
the mark is applied in the form of a woven label, and in labels 
of this character it is so common to have a background of some 
form of a contrasting color that the so-called “peculiarly-shaped 
red shield’ does not impress itself on the mind of the observer. 
In fact, viewed in any light, the name is distinctly the striking 
feature. 


The decision of the examiner of trade-marks is affirmed. 
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